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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicant 

Application No. 

Filing Date 

Title 

Art Unit 
Examiner 



Koji SATO, et al. 

08/750,641 

16 December 1996 

SCHEDULE SETTING AND PROCESSING SYSTEM 

Office of Petitions 
L. Walsh 



ATTENTION: PETITIONS BRANCH 

MAIL STOP - PETITIONS 

COMMISSIONER FOR PATENTS 
Customer Service Window 
Randolph Bldg. 
401 Dulany Street 
Alexandria, VA 22314 



RENEWED PETITION UNDER 37 CFR 1.137fb) 



SIR: 



This renewed petition is in response to the petition dismissal ("Dismissal") mailed by the 



USPTO on September 10, 2008. 1 The Dismissal indicated that Applicants* original petition filed 
August 6, 2008 ("Original Petition") lacked a "required reply" and "a statement that the entire 
delay in filing the required reply from the due date for the reply until the filing of a grantable 
petition pursuant to 37 CFR 1.137(b) was unintentional." (Dismissal at 1.) The Dismissal also 
indicated that "there is a question as to whether either the abandonment or the delay in filing a 
petition under 37 CFR 1.137 was unintentional." (Id) Accordingly, the Dismissal requested 
further information as to "the delay in reply that originally resulted in the abandonment" and "the 



delay in filing an initial petition pursuant to 37 CFR 1 .137(b) to revive the application. 



1 A petition for a one month extension of time under 37 CFR 1 .3 16(a) is enclosed, thus extending the due date of 
this Renewed Petition to December 10, 2008. 
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While this renewed petition does provide such further information, because of the 

circumstances surrounding the abandonment of * 641, the USPTO should exercise its discretion, 

and need not consider such additional information for the granting of this renewed petition under 

the unintentional standard of 37 CFR 1.137(b). 

This Renewed Petition Meets At Least the Minimum Requirements Under 37 CFR 
1.137(b). 

As specified in the Dismissal: 

A grantable petition under 37 CFR 1 .1 37(b) must be accompanied by: 

(1) the required reply, 

(2) the petition fee, 

(3) a statement that the entire delay in filing the required reply from the due date for 
the reply until the filing of a grantable petition pursuant to 37 CFR 1,137 was 
unintentional, and 

(4) a terminal disclaimer and fee if the application was filed on or before June 8, 
1995 or if the application is a design application. 

(Dismissal at 1.) 

As to minimum requirement (1), this renewed petition contains the Required reply," i.e., 
the payment of the issue fee for United States Application No. 08/750,641 ("'641"), as well as 
replacement formal drawing sheets. 2 

Regarding minimum requirement (2), the proper petition fee was paid with the Original 
Petition. 

Concerning minimum requirement (3), Applicants' affirmatively state that the entire delay 
in filing the required reply for '641 from the due date for the reply until the filing of a grantable 
petition pursuant to 37 CFR 1.137(b) was unintentional. 

As to minimum requirement (4), c 641, a utility application, was filed after June 8, 1995, 
and is thus not subject to the terminal disclaimer requirement. 

2 Figures 1 and 13 are corrected by moving the legend to under the figure, as requested in the PTO-948. Figures 
1 5(A) and 1 5(B) are corrected by moving the figure such that a 2.5 cm upper margin is obtained. Annotated 
original sheets are included, along with replacement sheets. 

2 
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Accordingly, Applicants' respectfully submit that the minimum requirements for a 
grantable petition under 37 CFR 1.137(b) have been met, and that the USPTO should exercise its 
discretion in favor of granting this renewed petition. 

There is no legal requirement that the USPTO consider additional information for 
the granting of this renewed petition. 

37 CFR 1.137(b) specifies that "[t]he Director may require additional information where 

there is a question whether the delay was unintentional 1 ' (emphasis added). By the use of the term 

"may " 37 CFR 1.137(b) clearly indicates that there is no affirmative legal requirement for the 

USPTO to require additional information in any petition filed under the 1 . 1 37(b) unintentional 

standard, let alone, this renewed petition. 

The MPEP indicates that Petitions Examiners have the discretion to require 
additional information for the granting of petitions under 37 CFR 1.137(b), but are not 
mandated to do so. 

As set forth in MPEP 71 1 .03(c)(IIl)(D), "[w]here a petition pursuant to 37 CFR 1.1 37(b) is 
not filed within 1 year of the date of abandonment of the application ... the Office may require 
[further information and showings]" (emphasis added). This is in contrast to petitions filed under 
the unavoidable standard. For petitions filed under 37 CFR 1.137(a), MPEP 71 1.03(c)(III)(D) 
affirmatively states that the USPTO " will require" (emphasis added) further information and 
showings. Accordingly, a Petitions Examiner is clearly given the discretion as to whether 
additional information will need to be required and/or considered for petitions filed under the 
unintentional standard of 37 CFR 1.137(b). 



3 
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Because Applicants filed a reply to a USPTO request within 1 year of the date of 
abandonment, the USPTO should withdraw its implicit holding that "there is a question as 
to whether either the abandonment or the delay in filing a petition under 37 CFR 1*137 was 
unintentional, 7 ' and should grant this renewed petition without the consideration of 
additional information* 

As an Examination policy, the USPTO does not generally question whether there is 
intentional delay if a petition under 37 CFR 1.137(b) is filed within three months of the 
notification of abandonment and within one year of the date of abandonment. See MPEP 
71 1 .03(c)(III)(D). While the Original Petition was indeed filed over one year after the date of 
abandonment, as set forth below, Applicants did attempt to correspond with the USPTO at least 
six times within one year of the abandonment of the application on July 18, 2000, yet were unable 
to gain information from the USPTO that the '641 application had abandoned. (O'Dowd DecL fflf 
33-44; Altmilier Decl. ^ 14-19; Neblett DecL fflf 4-7.) 

Following the filing of a Continued Prosecution Application (CPA) on March 15, 2000 
(O'Dowd DecL f 21), and the filing of a Preliminary Amendment on March 29, 2000(O'Dowd 
DecL 1f 23), Applicants failed to receive a Notice of Allowance mailed on April 17, 2000 
(O'Dowd Decl. ^ 26). As a result, the '641 application became abandoned as a matter of law on 
July 18, 2000. Presumably because of concerns that a USPTO response had not been received by 
Applicants, Kenyon & Kenyon LLP ("Kenyon") began a series of contacts and correspondences 
with the USPTO. 

For example, less than six months after the abandonment date, on January 12, 2001, Cathy 
Ryan at Kenyon learned from a "[conversation w/ group receptionist" that the USPTO file for 
c 641 was reported lost on November 27, 2000, the last known destination for the file being "the 
file repository." Cathy Ryan also left a message with Examiner O. Hernandez at 10:45 AM. The 
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Examiner called back at 2:45 "to verify that file is in Depository." There is no evidence the 
Examiner informed Cathy Ryan of the abandoned status of the application. 3 (O'Dowd Decl. f 39.) 

Less than one month later, on February 8, 2001, at least one Kenyon employee attempted 
to make copies of the file wrapper, but was informed that the file wrapper was lost. (See O'Dowd 
Decl. H 40.) There is no evidence that this Kenyon employee was informed of the abandoned 
status of 6 641. 

Less than nine months after the abandonment date, according to a paper and postcard 
retrieved from Kenyon' s files, a File Reconstruction request was stamped as received by 
"Licensing & Review" on March 23, 2001. (Neblett Decl. Iflf 5-7.) The paper indicates: 

We have been informed by the Office that the U.S. Patent and Trademark 
Office's file for [ c 641] has been lost. Please find attached a copy of the relevant 
documents forming the file history for this application from the applicant's files for 
use in reconstructing the Office's file. 

Please reconstruct the file. Thank you for your attention to this matter. 
Please contact [Mark H. Neblett (Reg. No. 42,028)], for any questions. 

There is no evidence that the USPTO informed Applicants of the abandoned status of '641 in 

response to this submission. 

Thus, at the time of these correspondences and communications, it was clear that 

Applicants' were informed that the USPTO 's paper file was lost. (See also Neblett Decl. % 4.) 

Concerned with the results and speed of the USPTO search, Applicants' undertook the effort and 

cost of providing the USPTO with a copy of Applicants' file history for 6 641 . (Neblett Decl. Iffl 4- 

7.) After that step, Applicants' reasonably believed that they had taken every step possible to 

move forward the prosecution of '641, and that the next step for moving forward the prosecution 

of *641 was in the USPTO's hands. 

3 Prior to this time, and after the date of abandonment, Kenyon filed three other correspondences during this general 
time period, all listing the correct address for Kenyon. (See O'Dowd Decl. ffl 33-38.) 
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In light of the above, the USPTO should have no question that Applicants' made a good 
faith attempt to respond to known USPTO requirements within one year after the abandonment 
date. Applicants respectfully submit that such good faith efforts negate any USPTO presumption 
that a petition filed over one year sifter the date of abandonment requires the consideration of 
additional information. Accordingly, Applicants' respectfully request that the USPTO withdraw 
its implicit finding that 'there is a question as to whether either the abandonment or the delay in 
filing a petition under 37 CFR 1 .137 was unintentional," and grant this renewed petition without 
the consideration of additional information. 

While it is Applicants 9 position that additional information need not be considered by 
the USPTO for the granting of this renewed petition, Applicants' have made a good faith 
effort to provide additional information to the extent required by the USPTO 

The USPTO mailed a copy of the Dismissal to Applicants' on September 10, 2008. 

Applicants' attorneys had several questions regarding the Dismissal, and attempted to contact 

Examiner Walsh regarding the petition; however, Examiner Walsh was away from her usual 

examining functions for much of September and October (e.g., for extended training). On October 

24, 2008, Applicants' attorneys were able to discuss the petition with Examiner Walsh. (O'Dowd 

Decl. K 7.) 

The primary concern of Applicants* was the Examiner's many requirements relating to "all 
persons . . .having firsthand knowledge of the circumstances surrounding the protracted delay," 
such as the requirement for statements and "[cjopies of any correspondence relating to the filing, 
or to not filing a further reply to the outstanding Office action." (See Dismissal at 2-3.) After a 
discussion with Examiner Walsh involving the facts and witnesses available to us at this time, 
Examiner Walsh indicated that especially in light of the fact that only the payment of an issue fee 

6 
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was at issue in this case, it would not be necessary at this time to go to extraordinary measures to 
get statements from all persons having firsthand knowledge of the circumstances surrounding the 
delay. (O'Dowd Decl. K 8.) 

Nevertheless, Applicants have made extensive efforts in the preparation of this petition. 
Applicants have intensely examined the paper file wrapper of the £ 641 application to determine the 
identity of the various persons at Kenyon who worked on the prosecution of 6 641 application and 
to compile the many efforts by these Kenyon attorneys and staff to further prosecution of the '641 
application. (See, e.g., O'Dowd Decl. 9-18.) This investigation included contacting several 
former Kenyon employees, including, inter alia> an attorney who was no longer engaged in the 
active practice of patent law, and an attorney who worked for a law firm in Tokyo, Japan. 
Through contacting these former Kenyon employees, Applicants are able to provide further detail 
regarding the events which ultimately resulted in the delay in this case. 

A. Summary of Major Contributing Factors Causing Delay 

The first major contributing factor to the delay was the first (and only) change of address 
of Kenyon's Washington, DC office in or about March of 1999. 4 At that time, Kenyon moved its 
DC office from 1025 Connecticut Avenue, NW, to 1500 K Street, NW. (O'Dowd Decl. \ 19.) 
While Kenyon was eventually able to change the correspondence address for the many 
applications then handled by Kenyon's Washington, DC office, as of March of 2000, the USPTO 

* A March 1999 move date is partially evidenced by comparing Paper #8 and Paper #10 of the '641 application. 
Paper # 8, received by the USPTO on March 17, 1999, uses the 1025 Connecticut Avenue NW address. Paper 
#10, received by the USPTO on October 12, 1999, uses the 1500 K Street NW address. The March 1999 move 
date is also evidenced by the undeliverability of the April 17, 2000 Notice of Allowability (Paper #17), as 
evidenced by a paper stamped April 27, 2000 in the USPTO's l 641 paper file. It is well known that the United 
States Postal Service (USPS) ceases the forwarding of mail one year after a move date. While Paper #17 was not 
forwarded to Kenyon's 1 500 K Street NW address, an advisory action dated February 29, 2000 (Paper #13) was 
received by Kenyon, presumably from the USPS. 
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did not recognize the correspondence address of '64 1 as being 1 500 K Street, NW. 5 
Correspondingly, as is clearly evidenced by a paper in the USPTO's paper file, Applicants did not 
receive a Notice of Allowability for 6 641 which was mailed on April 17, 2000 (Paper #16). 
(O'Dowd Decl. ^ 26.) Subsequently, the c 641 application went abandoned, as evidenced by a 
Notice of Abandonment mailed by the USPTO on September 13, 2000 (Paper #17). (O'Dowd 
Decl. J 30.) 

A second major contributing factor to the delay was the departure of two key Kenyon 
attorneys in 2000. The Kenyon partner to whom 6 641 USPTO correspondence was addressed, 
Frank Pietrantonio, left employment with Kenyon on May 1, 2000. (O'Dowd Decl. f 13.) In 
addition, the associate who appeared to have performed all of the prosecution work for c 641, 
Sterlon Mason, left Kenyon on July 21, 2000. (O'Dowd Decl. 12.) The departure of these 
attorneys greatly reduced Kenyon's institutional knowledge regarding c 641. 

A third major contributing factor to the delay was the temporary loss of the '641 file by the 
USPTO. According to a note in Kenyon's '641 paper file, the USPTO reported the '641 file as 
lost on November 27, 2000. (O'Dowd Decl. J 39.) Additional evidence that the '641 paper file 
was lost is provided by Paper #19 in the USPTO's '641 file wrapper, i.e., while the Change of 
Correspondence Address document given the designation of Paper #19 is dated October 30, 2000, 
it was not entered until June 12 of some undetermined year (presumably 2001, 2002, or 2003). 
Kenyon was orally informed of the loss of the '641 file on January 12,2001. (O'Dowd Decl. 1j 
39.) To confirm the loss of the file, on or about February 8, 2001, at least one of two Kenyon staff 
members having a Power to Inspect and Make Copies (signed by John C. Altmiller) personally 
traveled to the USPTO in an unsuccessful attempt to inspect the USPTO paper file. (O'Dowd 

5 However, by that time, Papers #10, 12, 14, and 15 had been filed bearing the 1500 K Street NW address. 

8 
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Decl. f 40.) Subsequently, a File Reconstruction request, including a copy of the application as 
filed, was provided on or about March 23, 2001 to the USPTO by Mark H. Neblett of Kenyon. 
(Neblett DecL fflf 5-7.) 

A fourth major contributing factor to the delay was the failure of the USPTO to respond to 
two Status Inquiry requests filed by Kenyon attorneys. (O'Dowd Decl. fflf 45-47, 52-53; Altnuller 
Decl. 22.) These requests were filed on September 8, 2003 (signed by John C. Altmiller) and on 
September 15, 2004 (signed by William Curry). (Id) 

A fifth major contributing factor to the delay was the allowance of most or all of the co- 
pending foreign applications related to c 641 . While these related foreign applications were 
pending, Kenyon would periodically receive prior art from these foreign prosecutions which 
triggered the necessity of filing an Information Disclosure Statement (IDS). For example, an IDS 
was filed by Kenyon on September 9, 2004 which provided References cited in the European 
Search Report of a related European Patent Application." (See O'Dowd Decl. f5L) It is believed 
that the filing of this IDS prompted the filing of the September 15, 2004 status request by William 
Curry. (See O'Dowd Decl. If 52.) 

A sixth major contributing factor to the delay was the departure of William Curry and John 
C. Altmiller from Kenyon in early 2007. (See O'Dowd Decl. 54-55.) Again, institutional 
knowledge regarding '641 was lost to Applicants. 

Finally, a seventh major contributing factor to the delay relates to the limitations of the 
electronic docketing system currently utilized by Kenyon. Kenyon's electronic docketing system 
categorized the loss of the file by the USPTO as "PTO lost file-awaiting OA." (Russo Decl. 1 5.) 
Such has been the status of 6 641 in Kenyon' s electronic docketing system since at least July 15, 
2002. (Id.) Such a status conveys to a prosecuting attorney, particularly a prosecuting attorney 
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having no prior knowledge of '641, that no action need be taken since the USPTO is attempting to 
find and/or reconstruct the file. (Russo DecL U 6.) Furthermore, because the attorney is only 
"awaiting" an office action, there is nothing in the description to prompt the attorney to take 
immediate action. 

B. Statements Obtained by Applicants 

Because of the circumstances surrounding the abandonment of '641, Examiner Walsh 
indicated to Applicants' representatives that at this time, statements from all persons having 
knowledge of the circumstances surrounding the delay would not be required. Nevertheless, 
Applicants' have obtained declarations from the following persons: 

1 . John C. Altmiller, a managing attorney of record for ' 64 1 from the date of its filing, until 
his retirement from Kenyon in 2007. 

2. Mark H. Neblett, who filed a request to reconstruct the '64 1 file with the USPTO in March 
of 2001. 

3. Judith M. Russo, the IP Support Coordinator for Kenyon's Washington, DC office. 

4. Shawn W. O'Dowd, a managing partner for *641 from the date of John Altmiller's 
retirement from Kenyon in 2007. 

5. Daniel G. Shanley, the attorney at Kenyon who first learned of the abandoned status of 
'641. 

6. Ingrid Hodge, the Kenyon employee who first learned of the abandoned status of '641 . 
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C, Enumerated Facts Related to the Delay 

1 . The USPTO mailed an Advisory Action regarding 4 641 to Kenyon on February 29, 
2000. The address on the cover page of the Advisory Action listed Kenyon's address as "1 025 
CONNECTICUT AVENUE NW. W (O'Dowd Decl. If 18.) 

2. On February 29, 2000, the offices of Kenyon were no longer located at "1025 
CONNECTICUT AVENUE NW" in Washington, DC. Less than one year prior to February 29, 
2000, in March of 1999, Kenyon had moved its offices to 1500 K Street, NW, also in Washington 
DC. (O'DowdDecl.119.) 

3. As evidenced by an entry into Kenyon's computerized docketing system, the 
Advisory Action of February 29, 2000 was received by Kenyon. (O'Dowd Decl. 1 20.) 

4. In response to the Advisory Action, Applicants filed a Continued Prosecution 
Application (CPA) with the USPTO on March 15, 2000, along with a fee of $800. The mailing of 
the CPA was entered into Kenyon 's computerized docketing system. (O'Dowd Decl. 1f 21 .) 

5. The Transmittal Form for the CPA filed March 15, 2000 listed "1500 K Street, 
N.W." as the address of Kenyon. (O'Dowd Decl. f 22.) 

6. On March 29, 2000, Applicants filed a Preliminary Amendment with the USPTO 
via facsimile. The Preliminary Amendment faxed to the USPTO on March 29, 2000 listed u 1500 
K Street, N.W." as the address of Kenyon. (O'Dowd Decl. If 23.) 

7. On April 17, 2000, the USPTO mailed a Notice of Allowability to Kenyon at "1025 
CONNECTICUT AVENUE NW" in Washington, DC. (O'Dowd Decl. 1 24.) 

8. Prior to April 1 7, 2000, staff at Kenyon had been instructed to change the 
correspondence addresses of the many cases then prosecuted by Kenyon's Washington, DC office. 
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However, by April 17, 2000, all cases had not yet been processed, including '641. (O'Dowd Decl. 
f25.) 

9. The computerized docketing system at Kenyon does not reflect receipt of the 
Notice of Allowability by Kenyon. (O'Dowd Decl. 1f 26.) 

1 0. A copy of the "ISSUE FEE TRANSMITTAL" form is contained within the 
USPTO filewrapper for '641 . The copy is not signed. Furthermore, the copy is stamped 

"MATCH & RETURN" and "RECEIVED APR 17 2000 TC 3600 MAILROOM." (O'Dowd 
Decl. J 27.) 

1 1 . The Notice of Allowability indicates that an issue fee of $ 1 2 1 0 was due on July 1 7, 
2000. (O'Dowd Decl. K 28.) 

12. Docketing records at Kenyon do not reflect the payment of a $1210 issue fee for 
'641. (O'Dowd Decl. f 29.) 

13. On September 1 3 , 2000, according to a copy of a document retrieved from the ' 64 1 
USPTO filewrapper, the USPTO mailed a Notice of Abandonment to Kenyon at "1025 
CONNECTICUT AVENUE NW" in Washington, DC. The Notice of Abandonment was stamped 
with a message "ABANDONMENT CONTACT PERSON IS: TOM HAWKINS 305-8380." 
(O'Dowd Decl. f 30.) 

14. There is no evidence in Kenyon's files, nor in the '641 USPTO filewrapper that 
Tom Hawkins, or anyone else at the USPTO, attempted to contact Kenyon via telephone prior to 
mailing the Notice of Abandonment. (O'Dowd Decl. ^ 31.) 

1 5. Docketing records at Kenyon do not reflect the receipt of the Notice of 
Abandonment. (O'Dowd Decl. J 32.) 
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16. On October 2, 2000, John C. Altmiller (Reg. No. 25,951) of Kenyon signed a 
Change of Correspondence Address changing the correspondence address of * 641 to that of 
customer number 23838. (O'Dowd Decl. 1 33.) 

1 7. According to a paper retrieved from the '641 USPTO filewrapper, the Change of 
Correspondence Address was stamped as received by OIPE on October 3, 2000, as received by 
Technology Center 2800 on October 4, 2000, and as received by Technology Center 2700 on 
October 6, 2000. There is no other evidence in the '641 USPTO filewrapper that the Change of 
Correspondence Address signed October 2, 2000 was considered by the USPTO. (O'Dowd Decl 
134.) 

18. On October 30, 2000, Robert Hails (Reg. No. 39,702) of Kenyon transmitted by 
facsimile a second Change of Correspondence Address to Examiner Olga Hernandez. The second 
Change of Correspondence Address form indicated that future communications should be sent to 
John C. Altmiller of Kenyon at 1500 K Street, N.W. in Washington, DC, (O'Dowd Decl. If 35.) 

19. According to a paper retrieved from the '641 USPTO filewrapper, the second 
Change of Correspondence Address was stamped as received by Group 3600 on October 30, 2000. 
This paper is marked as paper #19, initialed by DRS, and dated June 12 of an unknown year (the 
retrieved copy Teads "6-12-0"— the final number appears to have been cut-off upon copying). 
(O'Dowd Decl. «|[ 36.) 

20. According to a paper retrieved from Kenyon's files, an Associate Power of 
Attorney appointing "John C. Altmiller (Reg. No. 25,95 1) and other registered practitioners of 
Kenyon included in [Customer Number 23858]" was stamped as received by the USPTO on 
December 1 1 , 2000. The paper, which had Kenyon's New York office address at the bottom of 
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the page, is dated November 6, 2000, and is signed by Edward W. Greason (Reg. No, 1 8,918). 
(Altmiller Decl. H 16,) 

21. On January 12, 2001, Kathy Ryan at Kenyon learned from a "[conversation w/ 
group receptionist" that the USPTO file for '641 was reported lost on November 27, 2000, the last 
known destination for the file being "the file repository." Kathy Ryan also left a message with 
Examiner O. Hernandez at 10:45 AM. The Examiner called back at 2:45 "to verify that file is in 
Depository." A note written next to the record of the 10:45 message indicates 'Tower to Inspect." 
(O'Dowd Decl. 1f 39.) 

22. According to a paper retrieved from Kenyon's paper files, a "POWER TO 
INSPECT AND MAKE COPIES" was signed by John C. Altmiller on February 7, 2001 . A hand 
written note on the top of the document indicates "LOST 1/1 6/0 L" A sticky note signed by 
"Cathy" attached to the document indicates "Denise/Jay to go over 2/8/01 (O'Dowd Decl. 1[ 40.) 

26. According to a paper and postcard retrieved from Kenyon's files, a File 
Reconstruction request was stamped as received by "Licensing & Review" on March 23, 2001 . 
The paper indicates: 

We have been informed by the Office that the U.S. Patent and Trademark 
Office's file for [08/750,641] has been lost. Please find attached a copy of the 
relevant documents forming the file history for this application from the applicant's 
files for use in reconstructing the Office's file. 

Please reconstruct the file. Thank you for your attention to this matter. 
Please contact [Mark H. Neblett (Reg. No. 42,028)], for any questions. 

The paper was signed by Mark H. Neblett. The postcard is dated March 22, 2001. (Neblett Decl. 
11115-7.) 

27. There is no evidence in the '641 USPTO filewrapper that the File Reconstruction 
request was considered by the USPTO. (O'Dowd Decl. 1 42.) 
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28. On July 1 5, 2002, an entry was made into the electronic docketing system at 
Kenyon indicating "PTO lost file-awaiting OA." (O'Dowd Decl. 1 43.) 

29. On July 3 1 , 2003, Mark H. Neblett resigned from employment at Kenyon. 
(O'Dowd Decl. f 44.) 

30. On September 8, 2003, a postcard for a Status Inquiry for '641 was stamped as 
received by the USPTO. (O'Dowd Decl. ^ 46.) 

31. A paper entitled "STATUS INQUIRY" signed by John C. Altmiller is present in 
Kenyon's paper files. The paper, which is dated September 8, 2003, "respectfully requests] that 
the Examiner inform Applicants of the status of the application." The paper further indicates that 
"The U.S. Patent and Trademark Office notified Applicants that the subject file had been lost and, 
accordingly, Applicants filed a copy of the relevant documents forming the file history in a File 
Reconstruction on March 23, 2001." The paper also authorized the Commissioner to "charge any 
fee relevant to this filing to Kenyon & Kenyon Deposit Account No. 1 1-0600." The paper has 
Kenyon's 1500 K Street, N.W. address at the bottom of the page. (O'Dowd Decl. If 45.) 

32. There is no evidence in the '641 USPTO filewrapper that the Status Inquiry of 
September 8, 2003 was considered by the USPTO. (O'Dowd Decl. If 47.) 

33. According to a postcard retrieved from Kenyon's files, an Information Disclosure 
Statement and accompanying papers was stamped as received by the USPTO (OIPE) on 
November 18, 2003. (O'Dowd Decl. U 50.) 

34. An Information Disclosure Statement (IDS) signed by William E. Curry (Reg. No. 
43,572) and dated November 18, 2003 is present in the '641 USPTO filewrapper. The IDS lists 
Kenyon's 1500 K Street, N.W. address. The IDS is stamped as being received by Group 3600 on 
November 24, 2003. According to the IDS, as well as the cover of the '641 USPTO filewrapper, 
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the IDS was designated as Paper #20. The IDS indicates that the designation of "#20" was given 
on February 13, 2004 ("2/13/4"). (O'Dowd Decl. % 49.) 

35. A paper entitled "REQUEST FOR STATUS" signed by William E. Curry (Reg. 
No. 43,572) is present in Kenyon's paper files. The paper, which is dated September 15, 2004, 
indicated: 

A request for continued prosecution with an Information Disclosure 
Statement was filed in this case on 15 March 2000. A preliminary amendment was 
faxed to the Examiner on 29 March 2000. A change of correspondence address 
was filed on 30 October 2000. Thereafter, a copy of the entire file was submitted 
for re-construction of the lost file on 23 March 2001 . A status inquiry was filed on 
8 September 2003. Information Disclosure Statements were filed on 1 8 November 
2003 and 9 September 2004, respectively. 

It is respectfully requested that the undersigned [William E. Curry] be 
informed when an Office Action or other communication from the Patent Office 
may be expected in this case. 

The paper has Kenyon's 1500 K Street, N.W. address at the bottom of the page. A stamped 

postcard confirms that the USPTO received the paper on September 15, 2004. (O'Dowd Decl. ][ 

52.) 

36. There is no evidence in the c 641 USPTO filewrapper that the Request for Status of 
September 1 5, 2004 was considered by the USPTO. (O'Dowd Decl. f 53.) 

37. In January 2007, William E. Curry's employment ended at Kenyon. (O'Dowd 
Decl. 1 54.) 

38. On July 31, 2007, John C. Altmiller resigned from employment at Kenyon. 
(O'Dowd Decl ^ 55.) 

39. Contemporaneous with John C Altmiller's resignation, Shawn W. O'Dowd (Reg. 
No. 34,687) was docketed as the attorney responsible for '641. (O'Dowd Decl. % 56.) 
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40. On June 27, 2008, Japanese patent counsel for Applicants' faxed a letter to Kenyon 
inquiring as to the status of "641 . The communication was addressed to William E. Curry. 
(O'Dowd Decl. U 57.) 

41 . On July 10, 2008, Japanese patent counsel for Applicants' faxed a reminder 
communication to Kenyon. (O'Dowd Decl. ^ 58.) 

42. After receipt of the July 10, 2008 communication, the file wrapper for e 641 was 
forwarded to Daniel Shanley, a Kenyon associate who assists Shawn W. O'Dowd with numerous 
Toyota prosecution matters. (Shanley Decl. 1f 5.) 

43. Daniel Shanley, after reviewing the file wrapper, asked Ingrid Hodge to contact the 
USPTO regarding the status of '641. (Shanley Decl. 1 6; Hodge Decl. % 4.) 

44. Ingrid Hodge's July 1 0, 2008 telephonic inquiry to the USPTO was eventually 
directed to Ms. Barr of the Office of Petitions. Ms. Barr alerted Ingrid Hodge as to the abandoned 
status of '641, and suggested that a "Petition to withdrawing of the Holding of Abandonment" be 
filed along with "docket records, etc/* (Hodge Decl % 5.) 

45. Applicants filed the Original Petition on August 6, 2008. (O'Dowd Decl. 1 5.) 

46. The USPTO mailed the Dismissal September 10, 2008. (O'Dowd DecL J 6.) 

47. Applicants' attorneys had several questions regarding the Dismissal, and attempted 
to contact Examiner Walsh regarding the same; however, Examiner Walsh was away from her 
usual examining functions for much of September and October (e.g., for extended training). On 
October 24, 2008, Applicants' attorneys were able to discuss the petition with Examiner Walsh. 
(O'Dowd Decl. K 7.) 

48. The primary concern of Applicants' was the Examiner's many requirements 
relating to "all persons . . .having firsthand knowledge of the circumstances surrounding the 
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protracted delay," such as the requirement for statements and "[c]opies of any correspondence 
relating to the filing, or to not filing a further reply to the outstanding Office action." (See 
Dismissal at 2-3.) After the discussion with Examiner Walsh on October 24, 2008 involving the 
facts and witnesses available to us at this time, Examiner Walsh indicated that especially in light 
of the fact that only the payment of an issue fee was at issue in this case, it would not be necessary 
at this time to go to extraordinary measures to get statements from all persons having firsthand 
knowledge of the circumstances surrounding the delay. (O'Dowd Decl. K 8.) 

D. Discussion 

It is respectfully submitted that the above facts clearly establish that "the delay in reply that, 
originally resulted in the abandonment" represented unintentional delay on the part of Applicants. 
Applicants did not pay the issue fee of $1210 by the due date of July 17, 2000, because they did 
not know that an issue fee was due by that date. (See Enumerated Facts fflf 7-12.) As evidenced 
by the filing of a CPA, a $800 fee, and a preliminary amendment within several months of the date 
of abandonment, it is clear that Applicants did not intentionally allow '641 to go abandoned. (See 
Enumerated Facts fflf 4-6.) Furthermore, it is submitted that '641 went abandoned on July 17, 
2000, despite the exercise of due care and diligence on the part of Applicants. Kenyon utilized a 
computerized docketing system, employed staff for docketing purposes, and had engaged in 
efforts to change correspondence addresses for their many pending patent applications. (See, e.g. , 
Enumerated Facts 8, 28; see also Russo Decl. 2, 4-5.) It was unfortunate, but unintentional, 
that Kenyon's systems and internal processes failed to avoid the abandonment of '641, 

It is also respectfully submitted that the above facts clearly establish that "the delay in 
filing an initial petition pursuant to 37 CFR 1 .137(b) to revive the application" represented 
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unintentional delay on the part of Applicants. Applicants did not file the Original Petition until 
August 6, 2008 because they did not know that '641 was abandoned until on or about July 10, 
2008. (See Enumerated Fact If 44.) Furthermore, it is submitted that Applicants were unable to 
discover the abandoned status of '641 at an earlier time, despite the exercise of due care and 
diligence on the part of Applicants. Kenyon utilized a computerized docketing system, employed 
staff for docketing purposes, and had engaged in extensive efforts to determine the status of '641 . 
(See, e.g., Enumerated Facts fflf 8, 28; see also Russo Decl. l[f 2, 4-5.) Despite Applicants' efforts, 
the USPTO's sole response to Applicants was that the file for '641 had been lost, and that efforts 
were being made to find it. (See Enumerated Facts 1fl[ 16-25.) Concerned with the results and 
speed of the USPTO search, Applicants' undertook the effort and cost of providing the USPTO 
with a copy of Applicants' file history for '641. (See Enumerated Facts ^ 26.) After that step, 
Applicants' reasonably believed that they had taken every step possible to move forward the 
prosecution of '64 1 , and that the next step for moving forward the prosecution of '641 was in the 
USPTO's hands. Accordingly, it was unfortunate, but unintentional, that Applicants' were unable 
to file an initial petition under 37 CFR 1 .137(b) at an earlier date. 
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CENTRAL FAX CENTER 

conclusion MAR j Q 2009 

1. Petition fee 

The Large entity fee of $1,540.00 (37 CFR 1 .17(m)) was paid in the Original Petition. 
According to the Dismissal, no further petition fee is required for this renewed petition. 
(Dismissal at 1.) 

2. Proper Reply 

The proper reply is enclosed herewith, i.e., an Issue Fee Transmittal Form authorizing 
payment of a Utility Issue Fee of $1510, i.e., the fee required as of FY2009. It is also noted that 
the Notice of Allowance required Formal Drawings to be filed including changes required by the 
PTO-948 attached to Paper #9. The PTO-948 required: 1) adjusting the top margin of Sheet 1 1 ; 
and 2) correcting the placement of figure legends on Figures 1 and 13. Replacement pages 
correcting these issues are enclosed. 

3. Terminal Disclaimer with Disclaimer Fee 

Since this international application has an international filing date on or after June 8, 1995, 
no terminal disclaimer is required. 

4. Statement 

The entire delay in filing the required reply from the due date for the reply until the filing 
of a grantable petition pursuant to 37 CFR 1 . 1 37(b) was unintentional. 

5. Petition for One Month Extension of Time 

A petition for a one month extension of time under 37 CFR 1 .3 16(a) is enclosed, thus 
extending the due date of this Renewed Petition to December 10, 2008. 
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In view of the above, favorable consideration of this Renewed Petition is respectfully 
requested The Examiner is invited to call the undersigned at (202) 220-4200 to discuss any 
information concerning this Petition. The Office is hereby authorized to charge any additional 
fees under 37 C.F.R § 1.16 or § 1.17 or credit any overpayment to Deposit Account No, 1 1-0600. 



Enclosures: 

1) Petition for One Month Extension of Time Under 37 CFR 1.316(a) 

2) Issue Fee Transmittal Form 

3) Formal Drawing Replacement Sheets 

4) Six Declarations (Altmiller, Neblett, Russo, O'Dowd, Shanley, Hodge), Incl. Exhibits. 



Date: 10 December 2008 




Telephone 

Number (202) 220-4200 



Shawn W. O'Dowd 
(Reg. No. 34,687) 



KENYON & KENYON LLP 
1500 K Street, N.W., Suite 700 
Washington, DC 20005 
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CENTRAL, PAX CBNi Eh 

w m \ o aw 

PTO/SB/22 (11-08) 
Approved for use through 12/31/2008. OMB 0651-0031 

Und„ the pape^ Reckon Ad of 1995. no persons are ^ to ^ to ac^S^^ 



PETITION FOR EXTENSION OF TIME UNDER 37 CFR 1.136(a) 

FY 2009 

(Fees pursuant to the Consolidated Appropriations Act, 2005 (H.R. 4818).) 



Docket Number (Optional) 
77792/23 



Application Number 08/750,641 



Filed 16 December 1996 



For SCHEDULE SETTING AND PROCESSING SYSTEM 



Art Unit 3661 



Examiner HERNANDEZ, OLGA 



This is a request under the provisions of 37 CFR 1 .136(a) to extend the period for filing a reply in the above identified 
application. 

The requested extension and fee are as follows (check time period desired and enter the appropriate fee below): 







Fee 


Small Entitv Fee 






One month (37 CFR 1.17(a)(1)) 


$130 


$65 


$ 


□ 


Two months (37 CFR 1.17(a)(2)) 


$490 


$245 


$ 


□ 


Three months (37 CFR 1 17(a)(3)) 


$1110 


$555 


$ 


□ 


Four months (37 CFR 1.17(a)(4)) 


$1730 


$865 


$ 


□ 


Five months (37 CFR 1.17(a)(5)) 


$2350 


$1175 


$ 



130 



| | Applicant claims small entity status. See 37 CFR 1.27. 

I I A check in the amount of the fee is enclosed. 

I ] Payment by credit card. Form PTO-2038 is attached. 

□ The Director has already been authorized to charge fees in this application to a Deposit Account. 

H] The Director is hereby authorized to charge any fees which may be required, or credit any overpayment to 
— Deposit Acoount Number 11-0600 . 

WARNING: Information on this form may become public Credit card information should not be Included on this form 
Provide credit card irrformatfon and authorization on PTO-2038. «n in 19 lorro. 

J am the |~ | applicant/inventor. 

1 — I assignee of record of the entire interest. See 37 CFR 3.71 . 
1 — 1 Statement under 37 CFR 3.73(b) is enclosed (Form PTO/SB/96). 



f/] attorney or agent of record. Registration Number 
I I attorney or agent under 37 CFR 1 .34. 

' ' Registration number if actiiwunder 37 CFR 1 

Signature 
Shawn. O'Dowd 



34,687 



10 December 2008 
Date 

202-220-4200 



Typed or printed name 



Telephone Number 



Wmis^e?. °' aSSi9neeS ° ,recortoflheertire *** representative*) am reared. Subrtt multiple forms if no. than one 



GD Total of 1 (One) 



inflection erf infamatiori Israquiredby 37 CFR 1.136(a). The information Is required to obtain or retain a benefit by the public which is to tile fand bythe 

?~rn^ Tr^T ^ T^^ 9 , f °™ bur™ "Ste^S kTcSZ "orT^oT 

™ ~ "* Trademark u s - Department of Commerce, P.O. Box 1450. Alexandria. VA 2231 3-1450. DO NOT SEND FEES OR COVETED 

FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria. VA22313- 1450. COMPLETED 

if you need assistance in completing the form, caff 1-8C0-PTO-9 199 and select option Z 
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Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE 

Commissioner for Patents 
P,CK Box 1450 

Alexandria, Virginia 22313-1450 
or Fax (571)273-2885 

]JiSri ! £ n ?n ^J^ISHaJ^ 6 be pnsmitting the ISSUE FEE sad PUBLICATION FEE (if required). Blocks 1 through 5 should be cc^leteT^cre' 

*SE2IS ™w S^i?k? pon<te ¥ c ^I^S *e Patent advance orders and notification of maintenance fees will fie mailed to the current correspon^S^Sre^^ 
S SpSon? " ±TVCtCd 0thcrW,SC 10 BIock ^ * « specifying a new correspondence address; and/or™) rndLtingT^r^EE^DK^fol 



MAR 1 0 2009 



CURRJEttT CORRESPONDENCE ADDRESS (Note: Use Block t for any change of address) 



Note: A certificate of mailing can only be used for domestic mailings of the 
Fce(s) Transmittal. This certificate cannot be used for any other accompanying 
papers. Each additional paper, such as an assignment or formal drawing, must 
have its own certificate of mailing or transmission. 

Certificate of Mailing or Transmission 
1 herc ^ certify that this Feefs) Transmittal is being deposited with the United 
Slates Postal Service with sufficient postage for first class mail m an envelope 
addressed to the Mail Stop ISSUE FEb address above, or beine facsimile 
transmitted to the USPTO (571) 273-2885, on the date radicated below 





(Depositor 1 ! nunc) 




(Signature) 







APPLICATION NO. 



FILING DATE 



I 



FIRST NAMED INVENTOR 



08/750,641 

TITLE OF INVENTION: 



ATTORNEY DOCKET NO. 



12/16/96 Koji SATO 

SCHEDULE SETTING AND PROCESSING SYSTEM 

I 



CONFIRMATION NO. 



77792/23 



4304 



APPLN. TYPE 



SMALL ENTITY 



ISSUE FEE 



| PUBLICATION FEE | TOTAL FEE(S) DUE 



DATE DUE 



UTILITY 



NO 



$1510 



$1510 



EXAMINER 



ART UNIT 



CLASS-SUBCLASS 



HERNANDEZ, OLCA 



] 



3661 



701/202 



1. Change of correspondence address or indication of "Fee Address" (37 
CFR i JT63), 

D Chance of correspondence address (or Change of Correspondence 
Address Form PTO/SB/I22) attached. 

"Fee Address" indication (or "Fee Address 11 Indication form 
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer 
Nnmber is required. 



2. For printing on the patent front page* list 

(1) tie names of up to 3 registered patent attorneys 
ot agents OR, alternatively, 

(2) the name of a single firm (having as a member a 
registered attorney or agent) and the names of up to 
2 registered patent attorneys or agents. If no name is 
hsted, no name will be printed. 



KENYON & KENYON LLP 



3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type) 



(A) NAME OF ASSIGNEE 

TOYOTA JIDOSHA KABUSHIKI KAISUA 



(B) RESIDENCE: (CITY and STATE OR COUNTRY) 

Toyota-shI, JAPAN 



Please check the appropriate assignee category or categories (will not be printed on the patent) : Q Individual 13 Corporation or other privat e group entity □Government 

4a. The following fee(s) are enclosed: ' ~ 4b. Payment of Fee(s): ' — . 

Q Issue Fee □ A check in the amount of the fee(s) is enclosed. 

□ Publication Fee (No small cntiry discount permitted) □ Payment by credit card. Form PTO-2038 is attached. 

© Advance Order - U of Copies 5 (Five) 3 The Director is hereby authorized by charge the required fee(s), or credit any overpayment, to 

Deposit Account Number \ ] __ Qfiflf) 

5. Change In Entity Status (from status indicated above) " ~ 

□ a. Applicant claims SMALL ENTITY status. See 37 CFR 1 .27. □ b. Applicant is no longer claiming SMALL ENTITY status. S ee 37 CFR 1 .27(g)(2). 

VS-^^ul^/I^LrS^i t °r? pfy ^ ^ SUC n Fe !^ Publication Fee (if any) or tore-apply any previously paid issue fee to the application identified above. 
NOTE. The Issue Fee and Pubhcadon l^^g^^f «« *an me applicant; a registered attorney or agentor the assignee^ oSSf party in 



mtercst as shown by the records of the United States Patent and Trademark Office. 



Authorized Signature _ 
Typed or printed name 



Date 



10 December 2008 



Shawn W. O'Dowd 



Registration No. 34,687 



This collection of mforrnatioo is required by 37 CFR 1 .31 1. The information is required to obtain or retain a benefit bv the nublic which is tn file hv rh* ti<tpto t n 
^^""T ^dent.^.^ ^verned V 3S UJ£I22 and 37 CFR l.M/ftis collection is esScd S take R £fa£te to ^S^mS^s£SS^SSS^ 
submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any cornmenci or TAe^rSmSf ftfS^fr^E^S^w 
this form and/or suggestions for reducing this burden, should be sent to mVCfcief Informal O^^ ASSESS ,5?r^2J£^?f 

JS^^S^^uS^^ 430 ' 00 N ° T SEND ° R OTMP ™> F ORMS TO THIS AeSr^SE*^ 

Under the Paperwork Reducrioo Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number. 
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t (TRANSMIT) / ' 



S406 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Koji SATO, et aL 
08/750,641 
16 December 1996 

SCHEDULE SETTING AND PROCESSING SYSTEM 
Office of Petitions 
L. Walsh 

Mail Stop Petition 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

DECLARATION OF 
JOHN C. ALTMILLER 

I, the undersigned, John C. Altmiller, make this declaration in support of the Renewed 
Petition for Revival of an Application for Patent Abandoned Unintentionally Under 37 CFR § 
1.137(b) for the above identified application. 

1. Since about August 2007, 1 have been retired from the active practice of patent law. 
My current home address is 1908 Ballycor Drive, Vienna, VA 22182. 

2. From about 1986 to July 3 1 , 2007, 1 served as a partner of Kenyon & Kenyon LLC 
("Kenyon") in Kenyon's Washington, DC offices. Prior to that time,. I worked in Kenyon's New 
York office. 

3. During my employment and tenure as a partner at Kenyon, I had numerous 
responsibilities, including prosecuting patent applications for Toyota Jidosha Kabushiki Kaisha 
("Toyota"), the assignee of U.S. Patent Application Serial No. 08/750,641 (" c 641"). 

4. To my recollection, from at least 1 995 to about July 2007, 1 was docketed as a 
supervising attorney/partner for many patent applications for Toyota. During this time I 
supervised several associates who assisted me with Toyota prosecution matters, including, 
Sterlon Mason, Mark H. Neblett, and William E. Curry. 



Applicant 
Application No. 
Filing Date 
Title 
Art Unit 
Examiner 



DCOl 748944 vl 
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5. It is my understanding that a Continuing Prosecution Application ("CPA") for c 641 
was filed with the USPTO on March 15, 2000. 

6. It is my understanding that a Preliminary Amendment for '641 was filed with the 
USPTO on March 29, 2000. 

7. It is my understanding that a Notice of Allowance and an Issue Fee Transmittal form 
for '641 was mailed to a prior address of Kenyon's Washington, DC office on April 17, 2000. 

8. It is my understanding that an "Issue Fee Transmittal" form is present in the USPTO 's 
file wrapper for '641 and that this form remains blank (uncompleted). The form is stamped 
"MATCH & RETURN" and further stamped "RECEIVED APR 27 2000 TC 3600 MAIL 
ROOM." 

9. Based on the above information, as well as my recollection regarding the prosecution 
of Toyota cases, it is my conclusion that the Notice of Allowance for '641 was not received by 
Kenyon & Kenyon, but rather, was returned to the USPTO as undeliverabie. 

10. I did not know of the Notice of Allowance for '641 until contacted in 2008 by Shawn 
O'Dowd, who is currently a partner at Kenyon. 

11. It is my understanding that a Notice of Abandonment was mailed to a prior address 
of Kenyon' s Washington, DC office on September 13, 2000. 

12. Based on the above information, as well as my recollection regarding the prosecution 
of Toyota cases, it is my conclusion that the Notice of Abandonment for '641 was not received 
by Kenyon & Kenyon. 

13.1 did not know of the Notice of Abandonment for 6 641 until contacted in 2008 by 
Shawn W. O'Dowd. 

14. According to a document in Kenyon' s paper files, I signed a change of 
correspondence address form for '641 on October 2, 2000, and that this form was stamped as 
received by the USPTO on October 3, 2000. I have no specific recollection relating to the 
signing or filing of this document. This document is attached as Exhibit 1 to this declaration. 

DC01 74S944vI 
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15. Based on the above information, as well as my recollection regarding the prosecution 
of Toyota cases, it is my conclusion that the form was prepared for my signature by Cathy Ryan, 
a patent secretary, at Kenyon who was then tasked with the responsibility of changing addresses 
for many of the cases then prosecuted by Kenyon. I have no specific recollection relating to this 
form. 

16. According to documents in Kenyon' s paper files, two other Kenyon attorneys filed 
documents with the USPTO relating to the correspondence address and power of attorney for the 
'641 application. These documents, as well as a communication relating to the filing of the 
documents, are attached as Exhibit 2 to this declaration. I have no specific recollection relating 
to these documents or the communication. 

17. It is my understanding that the USPTO' s paper file for '641 was officially "reported 
lost in USPTO" on November 27, 2000 ("11/27* [sic]"). Memoranda from Cathy Ryan, dated 
"1/12/00 [sic]" documenting this November 27 th date is attached as Exhibit 3 to this declaration. 

18. It is my understanding that I signed a "POWER TO INSPECT AND MAKE 
COPIES" of the '641 file on February 7, 2001. I have no specific recollection relating to the 
signing or filing of this document This document is attached as Exhibit 4 to this declaration. 

19. It is my understanding that Mark HL Neblett filed a File Reconstruction request 
which was stamped as received by "Licensing & Review" on March 23, 2001 . This document is 
attached as Exhibit 5 to this declaration. 

20. Based on the above information, as well as my recollection regarding the prosecution 
of Toyota cases, it is my conclusion that the USPTO informed us that the file for * 641 had been 
lost, that we filed a request for reconstruction of the * 641 file, and then awaited a USPTO 
response. 

21 . It is my understanding that an electronic docket entry entitled "PTO lost file-awaiting 
OA" was entered into Kenyon's electronic docketing system on July 15, 2002." Evidence of the 
docket entry is attached as Exhibit 6 to this declaration. 
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22. It is my understanding that I signed a document entitled "STATUS INQUIRY" on 
September 8, 2003. I have no specific recollection relating to the signing or filing of this 
document. The document "respectfully requests] that the Examiner inform Applicants of the 
status of ['641]." The paper further indicates that "The U.S. Patent and Trademark Office 
notified Applicants that the subject file had been lost and, accordingly, Applicants filed a copy of 
the relevant documents forming the file history in a File Reconstruction on March 23, 2001 

The paper also authorized the Commissioner to "charge any fee relevant to this filing to Kenyon 
& Kenyon Deposit Account No. 11-0600." The paper has Kenyon & Kenyon's 1 500 K Street, 
N.W. address at the bottom of the page. This document is attached as Exhibit 7 to this 
declaration. 

23. Based on the above information, as well as my recollection regarding the prosecution 
of Toyota cases, it is my conclusion that a review of my pending cases, which revealed the "PTO 
lost file" entry, prompted the filing of the Status Inquiry of September 8, 2003. 

24. During my employment at Kenyon, neither the USPTO nor anyone at Kenyon 
advised me that '641 had been abandoned. 

25. During my employment at Kenyon, neither the client nor anyone at Kenyon 
requested me to allow * 641 to become abandoned. 

26. After leaving my employment at Kenyon, I have not been involved in prosecution of, 
or been provided information regarding '641, until being recently advised of the present Petition. 

I declare that all of the above statements made based on my own knowledge are true and 
that all of the above statements that were made on information and belief are believed to be true, 
and further declare that these statements are made with the knowledge that knowing, willful and 
materially false statements, as are defined under Section 1001 of Title 18 of the United States 
Code, are punishable by fine, imprisonment, or both under Section 1001, and that such 
statements may affect the validity of the any patent issuing from '641 if the application is 
revived. 

Dated: °\ D^c&rr>b&^'<U >D% ^Jl±K^ L ^^^__ 

£o#n C. Altmiller 

DC01 748944 vl 
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EXHIBIT 1 TO ALTMILLER DECLARATION 



CENTRAL FAX CENTER 

MAR 1 0 2009 



iMsr nopvwdric f*»*jefcn Ad of i»»5i no 



□ 

^ n ■ 



CHANGE OF 
CORRESPONDENCE ADDRESS 

Application 

Address tec 

Washington. EXC. 20231 



Rest Mfinod tnwitar 



Esarriter 



io»ihraMgt> s&bl owe oes vans 

UJSL DEPARTMENT OF COMMERCE 




Please change the Correspondence heiress for flie above-kientiSed app&ca&on 
to: 



Customer Number 



23838 



Type Cu&xT&r Number h?rv 



Off 



□ Firm or 
fcidttduairteme 





This form cannot be used fa> change the data associated w9i b Customer Number. To 
change the data associated with an existing Customer Number use "Request for Customer 
NumterDeta Change' (PTO/SBTI24). 



lam the : 



□ 
□ 



Applicant 

Assignee of record of foe entire interest 
Certificate under 37 CFR 3.73(b) is enclosed. 



Attorney or agent of record . 




Bmqw Hour auiMir iw* torn n mwiWteMaaihonatp 

WBt^ghn, PC 20231 OO HOTSO© FBSS OR COMPLETED 
V tJ* ** J O\ PC 2CZ31. 



TO THS ADDRESS. SB© TO: 



Mwtt 9nd Twtfwnrt Ofk*t 



DC0I 748944 vl 



PACE 35/106 " RCVD AT 3/10/2009 9:18:20 AM [Eastern Daylight Time] * SVR:USPTO-EFXRF-6S37 * DN1S:2738300 • CSID:202 220 4201 " DURATION (mm-ss):30-10 



MAR-10-2009 09:32 



kenyon kenyon 



202 220 4201 P. 036 



EXHIBIT 2 TO ALTMILLER DECLARATION 



CENTRAL FAX CENTER 

MAR 1 0 2009 



PATENT 
Docket Now T7?9Z/25 



IN THE UNITED STATES P ATENT AND TRADEMARK OFFICE 



APPLICANTS 



SERIAL NO. 



FILED 



FOR 



GROUP ART UNIT 



EXAMINER 



Koji SATO, et aL 
08/750,641 
December 16, 1996 

SCHEDULE SETTING AND PROCESSING SYSTEM 



2316 



O. Hernandez 



Assistant Commissioner for Patents 
Washington DC 20231 



CHANpE OF CORRESPONDENCE ADDRESS 



SIR: 



Notice is hereby given that the correspondence address in the above-identified 
application has changed. Please address all future conmwaiicatioris regarding this application to: 

John C. AJtrmtJer 
KENYON & KENYON 
1500 K Street, N,W* 
Washington, D.C. 20006 

This address change is effective immediately. Thank you. 

Respectfully submitted, 

KENYON & KENYON 



Dated: October 30. 20 



KENYON & KENYON 
1500 K Street, N.W., Suite 700 
Washington, DC 20005 
(202) 220-4200 
(202)220-4201 (fax) 




fohn C. Atenller (Reg. No. 25,951 j 
Robert L. Hails, Jr. (Reg. No. 39,702) 



DCOI 322791 v 1 
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CENTRAL FAX GiNTIR 

MAR 1 0 2009 




0 



PATENT 
Docket No.: 77792/23 



FN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
APPLICANT 

SERIAL NO. 08/750541 
RUNG DATE : December 1 6, 1 996 

FOR : SCHEDULE SETTING AND PROCESSING SYSTEM 



Commissioner of Patents and Trademarks 
Washington D.C- 20231 



ASSOCIATE POWER OF ATTORNEY 

Sin 

Please recognize John C. Artmflter, {Reg. No. 25,951) and other registered practitioners 
of Kenyon & Kenyon included tn the Customer Number provided below, with full power to 
prosecute said appfcatioa to ma * e alterations and amendments therein, and to transact a» 
business in the Paten t and Trademark Office connected therewith. 
~ - - CUSTOMER NUMBER: 23838- - - 



Respectfully submitted. 




Reg. No. 18,918 

KENYON & KENYON 
One froadway 
New YorK, MY 10004 
(212) 42S-720D (telephone) 



0CCT1 333824 v I 
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fntftejra, Barbara 



sent 

Cc: 



toaspenseio JetaACma^<*je^ bete* 



Vtfegpesaay. tfetfentter 01. 2000 1ft14 Ml 




KEXYOW& KENYON 

Vfesfttaco.DC 2000S 

(direct) 




rTOT& Rafo, RcbVt 

^ ^^ ^^« Mowmber01 > 20006:2$ AM 
$U*fcx& Rflft Toytfa 7779323 



dob 



ftonJCA. 




Senc Tfessdfy. October 31, 2000 
To: RHBS^g&anyGRjcom 
3ubfe«t te Terete 77732*23 



DC01 748944 vl 



PAGE 38/108 * RCVD AT 3/10/2009 9:18:20 AM [Eastern Daylight Time] * SVR:USPTO-EFXRF-6/37 * DNI8:2738300 * CSID:202 220 4201 " DURATION (mm-ss):30-10 



MAR- 10-2009 09:32 



kenyon & kenyon 



202 220 4201 



P. 039 



EXHIBIT 3 TO ALTMILLER DECLARATION 



CATHY RYAN 

KEMYON * KEtfYOM 



^ <^JL> v^. 
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CATHY RYAN 
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eENTRACPAXQBNTER 

EXHIBIT 4 TO ALTMILLER DECLARATION ^ j- Q 2009 

PATENT 

fovemais KqjiSATOcial, 

Sena! No. 08/750,641 

Kkd December 16. 1996 

For SCHEDlJLHSErnNG AND PROCESSING SYSTEM 

Vxenuner O.Hcfloao&£ 

Asastam Cbmmbsioaerof Parents 
Waihtngtrm P.C, 20231 

KttypH TO INSPECT ANltMMgX&gO& 

SIR: 

t&pve^soed ratter. 

KENYON & KENYON 




fYOK & KENYON 

Washiiigtoai, 0.C 20005 
Tckphaair {202)2aWt20O 
Facsimile: (202)220-43)1 
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RECPYPP 

EXHIBIT 5 TO ALTMILLER DECLARATION CENTRAL FAX 6£NT§R 

MAR \ 8 2009 



PATENT 
Docket No.: 77792/23 



iw TO f UNITED STATES PATEN T AND TRADEMARK OFFICE 

APPLICANT : Koji SATO, et ah 

SERIAL NO : 08^50,641 

FILING DATE : December 1 6, 1 996 

F0R : SCHEDULE SETTING AND PROCESSING SYSIBM 

QROUP ART UNIT : 2316 

EXAMINER : O.HERNANDEZ 



Assistant Commissioner for Patents 
Washington, D.C. 20231 

mt ,F. PKT OBSTRUCTION 

SIR: 

We have been informed by the Office that the U,S. Patent and Trademark Office's 
file for the above-referenced case has been lost Please find attached a copy of the relevant 
documents forming the tile history for this application from the applicant's files for use in 
reconstructing die Office's file. 

Please reconstruct the file. Thank you for your attention to this matter* Please 
contact the undersigned at 202-220-4232, for any questions. 

Respectfully submitted,. 




MarkH.Neblett 
Reg. No, 42,028 



DC01 381126 v1 
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EXHIBIT 6 TO ALTMILLER DECLARATION 



RECEIVED 

CENTRAL FAX CENTER 



fPSSdb&fei 




P2583QU$* 



Patent Jacket Data Steet 

S>ODOWP 



MAR 1 0 2009 



Parcnl FCT?JF9£fl92459 
Apsfeltari QB/750S41 
Rtedcn 

-Grant Fee* Paft 
Espsry 

Agent KOHONKY. 



01-D*c-1396 WO 
1&-D©c-199S 



ftsnewal Particular* 



KattCost 



OonwnPaft* Cofrenynie*6<toi Actio© 



l6*Dec-19S& 30 JaQNmHATIONALf'HASE *PPUC 

tS-Oec-1998 Pr^mhaeyiStfMfendmera 

-tSflfr HOTKE ACCSPTA«C£ OF APPlC 
1443cr-?997 F&ng Receipt 

074&3y-1G97 Rasordst 
O^uft -189T fflS -sspctf fDS 
27-Jt8> *1B37 ©3 -SU^OS 

12 -Do! Bd of Tlroa Recast 

R1t6 Response to Brief Oua 
23-Nov~1899 Ho&ttci? Appeal Out 

cpa Appro. reed 

0*Sop -2D03 5tfttL»tnqui?y 

Fte H>5 per "J 1/1 Bflant 1$ 
0&-Sep«3!CO4 SUpptaaestat iOS Rod 
iS-S«p*2Q04 LsltertoPTO 
G8~-Aug^E908 PfcSfcrt Rted 
08 -Aug -2048 ftKpesi Continued Exarnira&in 

Adwsocy Acta* Reoewed 

FTO te5S Elo-tswa&ng OA 
t?*Sep'-200d Dccf$Sort on Petition - Detntesa 

Upcw&d «io urea Printed 15Se?2J» 



Ap?5can^Restf.TOYOTA JIOOSHA KABUS 
toven&or SATO. Kpp 



Dtnlbla Las* Oat* RttsponaoFfod 



02-Jun -1997 
2T*Jm -1S87 

;7-Mar-l993 
I2<tei~19$9 

23-Fcft-2000 

1S~Mbt-2000 

05*C*c-20d3 
O9*5tej>-20O4 
t5-$ap-2C«K 
CS^Aug-2003 

29>tt*>-2O0O 
-2002 



t$?Dec-t$9S 
1G-Oce»-1Sffl5 



16- *ter*199rr 
074*3^1897 
02-^-1937 
77-*jft-«97 

17- »fer-l9& 

-2Q0Q 

*5-Mar-2000 
OS -Sc?«2903 

05- cec*20t» 

06 - Aug -2009 
C8-AUQ-200B 



ie-06c--«»e 
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MAR 1 0 2009 
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QENT&AL RAX CENTER 



MAR tO 2009 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICF, 



Applicant 
Application No. 
Filing Date 



16 December 1996 

SCHEDULE SETTING AND PROCESSING SYSTEM 



Koji SATO, et al. 
08/750,641 



Title 
Art Unit 
Examiner 



Office of Petitions 
L. Walsh 



Mail Stop Petition 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



DECLARATION OF 
MARK H. NEBLETT 



I, the undersigned, Mark H. Neblett (Reg. No. 42,028), make this declaration in support 
of the Renewed Petition for Revival of an Application for Patent Abandoned Unintentionally 
Under 37 CFR § 1.137(b) for the above identified application. 

1 . Since about September 2003, 1 have been an employee of the law firm of Crowell & 
Moring LLP in Washington, DC. During this period, I have served as counsel, specializing in 
preparing and prosecuting patent applications. 

2. From about March 31, 1999 to July 31, 2003, 1 was an employee of Kenyon & 
Kenyon ("Kenyon") in Washington, DC. During this period, I served as an associate. 

3. During my employment at Kenyon, I was responsible for prosecuting patent 
applications in the mechanical and electrical arts, including prosecuting patent applications for 
Toyota Jidosha Kabushiki Kaisha, the assignee of U.S. Patent Application Serial No. 08/750,641 



4. Prior to March 22, 2001, to my recollection, Kenyon was contacted by the United 
States Patent and Trademark Office (the "Office") and informed that the Office had lost the file 
for U.S. Patent Application Serial No. 08/750,641. I was asked to provide a copy of the Kenyon 
file for this application to the USPTO, and was told that this copy would be used by the USPTO 
to reconstruct the official file. 
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5. Attached as Exhibit 1 to this Declaration is a copy of a letter I signed enclosing a copy 
of Kenyon's file for United States Patent Application No. 08/750,641. In that letter Kenyon 
asked that the file be reconstructed at the USPTO. 

6. I directed my assistant to prepare Exhibit 1 and its attached application file, and 
directed my assistant to file Exhibit 1 with the USPTO. 

7. Exhibit 2 to this declaration is a photocopy of a return date-stamped postcard received 
from the USPTO indicating the receipt of Exhibit 1 by the USPTO. 

8. During my employment at Kenyon, I do not know of a case where I requested the 
USPTO to reconstruct an application file after that application was known by me to be 
abandoned. 

9. During my employment at Kenyon, neither the USPTO nor anyone at Kenyon advised 
me that 4 641 had been abandoned. 

1 0. During my employment at Kenyon, neither the client nor anyone at Kenyon 
requested me to allow '641 to become abandoned. 

1 1 . After leaving my employment at Kenyon, I have not been involved in prosecution of, 
or been provided information regarding, the '641 application, until being recently advised of the 
present Petition. 

I declare that all of the above statements made based on my own knowledge are true and 
that all of the above statements that were made on information and belief are believed to be true, 
and further declare that these statements are made with the knowledge that knowing, willful and 
materially false statements, as are defined under Section 1001 of Title 18 of the United States 
Code, are punishable by fine, imprisonment, or both under Section 1001, and that such 
statements may affect the validity of the any patent issuing from * 641 if the application is 
revived. 





Mark H. Neblett 
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EXHIBIT 1 TO NEBLETT DECLARATION 



PATENT 
Docket No.: 77TO/23 
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APPLICANT 
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GROUP ART UNIT 
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KjcrjiSATO.etaL 
08/750,641 
December 16, 1996 

SCHEDULE SETTING AND PROCESSING SYSTEM 
2316 

O. HERNANDEZ 



Assistant <tonnmssioner for Patents 
Washington, D,C- 20231 

SIR: 
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flic for the above^refcrnxced case has been lost. Please find attached a^cqpy of ^relevant 
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reconstructing the Office's file. 

Please itwnstroctthe file. Thank you fcr yoqra^^ Weaae 
contact the unriacsigaed at 202-220-4232, for my questions. 

Respcct&Hy submitted* 



MarkH-Neblett 
Rsg. No. 42,028 



DC013B1 120*1 
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QENTRAL FAX 6ENT6R 

MAR 1 0 2009 

EXHIBIT 2 TO NEBLETT DECLARATION 



The stamp oftfcePtrtwrt Office hereto., jy be tafcea as acknowledging the 
receyrt, co tie date stamped, of 

APPLICANTS: Kofji SATO, et aL 

SERIAL NO.: 08/750,641 

FILED: December US, 1996 

FOR: SCHED ULE SETTING AND PROCESSING 

SYSTEM 
GROUP ART UNIT: 23 16 



MHN/cct 77792/23 3/22/0 

1 
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IN THE UNITED STATES PATENT AND TRADEMARK" OFFICE 



MAR 10 2009 




Applicant 
Application No. 
Filing Date 



Koji SATO, et ah 
08/750,641 



16 December 1996 

SCHEDULE SETTING AND PROCESSING SYSTEM 



Title 



Art Unit 



Office of Petitions 
L. Walsh 



Examiner 



Mail Stop Petition 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



DECLARATION OF 
JUDITH M. RUSSO 



I, the undersigned, Judith M. Russo, make this declaration in support of the Renewed 
Petition for Revival of an Application for Patent Abandoned Unintentionally Under 37 CFR § 
1 .137(b) for the above identified application. 

1 . From about November 6, 2002, 1 have been an employee of Kenyon & Kenyon LLP 
("Kenyon") in Kenyon' s Washington, DC office. My current title is Intellectual Property 
Support Coordinator. 

2. I currently supervise the operation of Kenyon 5 s computerized docketing system for 
Kenyon's Washington DC office. I am one of over a dozen employees in Kenyon's docketing 



4. I have examined the docketing records for 4 641 , and see no evidence that Kenyon 
received a paper or communication prior to July 2008 indicating that '641 was abandoned. A 
copy of the docketing report for '641 as of September 15, 2008 is attached as Exhibit 1 to this 
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5. As of July 10, 2008, Kenyon 5 s electronic docketing system listed 4 641 as a pending 
application and as "PTO lost file-awaiting OA," where "OA" means "Office Action." Kenyon' s 
electronic docketing system indicates that the "PTO lost file-awaiting OA" status was entered 
into the system on July 15, 2002. 

6. A "PTO lost file-awaiting OA" status would appear on various docketing reports, but 
such a status would not directly prompt the need for action by a prosecuting attorney, as such 
status makes it clear that Kenyon is awaiting an Office Action from the USPTO. 

7. Prior to July 10, 2008, neither the USPTO, nor anyone at Kenyon advised me that 
'64 1 had been abandoned. 

8. To my knowledge and belief, the entire delay in filing the required reply for '641 from 
the due date for the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was 
unintentional. 

I declare that all of the above statements made based on my own knowledge are true and 
that all of the above statements that were made on information and belief are believed to be true, 
and further declare that these statements are made with the knowledge that knowing, willful and 
materially false statements, as are defined under Section 1001 of Title 18 of the United States 
Code, are punishable by fine, imprisonment, or both under Section 1001, and that such 
statements may affect the validity of the any patent issuing from '641 if the application is 
revived. 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



CENTRA FAX QlNTgR 

MAR 1 0 2009 



Applicant : 
Application No. 
Filing Date 

Title : 

Art Unit : 

Examiner : 

Mail Stop Petition 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



KojiSATO,etal. 

08/750,641 

16 December 1996 

SCHEDULE SETTING AND PROCESSING SYSTEM 
Office of Petitions 
L. Walsh 



DECLARATION OF 
SHAWN W. O'DOWD 



I, the undersigned, Shawn W. O'Dowd, make this declaration in support of the Renewed 
Petition for Revival of an Application for Patent Abandoned Unintentionally Under 37 CFR § 
1.137(b) ("Renewed Petition") for the above identified application. 



1 . Since about June 12, 1 989, I have served as an employee and a partner of Kenyon 
& Kenyon LLP ("Kenyon") in Kenyon's Washington, DC and San Jose offices. 

2. During my employment and tenure as a partner at Kenyon, I had numerous 
responsibilities, including prosecuting patent applications for Toyota Jidosha Kabushiki Kaisha 
("Toyota"), the assignee of U.S. Patent Application Serial No. 08/750,641 ('"641"). 

3. On or about July of 2007, 1 was docketed as a supervising partner for the '641 
application. I was docketed as a supervising partner because of the retirement of a prior 
supervising attorney/partner, John C. Altmiller. 

4. Prior to July of 2007, 1 had prosecuted and/or supervised the prosecution of 
numerous other Toyota prosecution matters. 

5. On August 8, 2008, 1 filed a petition under 37 CFR 1 . 1 37(b) (the "Original 
Petition"), indicating that any delay in paying the issue fee in '641 was unintentional. 
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6. The USPTO mailed a Dismissal relating to the Original Petition on September 10, 

2008. 

7. I had several questions regarding the Dismissal, and attempted to contact 
Examiner Walsh regarding the same; however, Examiner Walsh was away from her usual 
examining functions for much of September and October (e.g., for extended training). On 
October 24, 2008, 1 was able to discuss the petition with Examiner Walsh. 

8. My primary concern was the Examiner's many requirements relating to "all 
persons . . .having firsthand knowledge of the circumstances surrounding the protracted delay," 
such as the requirement for statements and "[c]opies of any correspondence relating to the filing, 
or to not filing a further reply to the outstanding Office action." (See Dismissal at 2-3.) After 
the discussion with Examiner Walsh on October 24, 2008 involving the facts and witnesses 
available to us at this time, Examiner Walsh indicated that especially in light of the fact that only 
the payment of an issue fee was at issue in this case, it would not be necessary at this time to go 
to extraordinary measures to get statements from all persons having firsthand knowledge of the 
circumstances surrounding the delay. 

9. Nevertheless, I, as well as associates at Kenyon, have made extensive efforts in 
the preparation of the Renewed Petition. We have intensely examined the paper file wrapper of 
the '641 application to determine the identity of the various persons at Kenyon who worked on 
the prosecution of '641 application and to compile the many efforts by these Kenyon attorneys 
and staff to further prosecution of the '641 application. This investigation included contacting 
several former Kenyon employees, including, inter alia, an attorney who was no longer engaged 
in the active practice of patent law, and an attorney who worked for a law firm in Tokyo, Japan. 
Through contacting these former Kenyon employees, Applicants are able to provide further 
detail regarding the events which ultimately resulted in the delay in this case. 

10. In October and November of 2008, 1 contacted Mark Neblett regarding ' 64 1 , He 
had no specific information or knowledge relating to '641, the abandonment thereof, and the 
discovery of the same. However, as he could give some insight as to the circumstances 
surrounding the filing of the File Reconstruction request of March 23, 2001, Mr. Neblett has 
submitted a declaration in support of the Renewed Petition. 

2 
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11. In October of 2008, 1 contacted John Altmiller, a Kenyon partner listed on the 

4 641 declaration, regarding '641 . He had no specific information or knowledge relating to fi 641 , 
the abandonment thereof, and the discovery of the same. However, as he was a supervising 
attorney for the case until his retirement in or about March of 2007, Mr. Altmiller has submitted 
a declaration in support of the Renewed Petition. 

12. In November of 2008, 1 contacted Sterlon Mason, a former prosecuting associate 
who resigned from Kenyon on or about July 21, 2000, regarding c 641 . He had no specific 
information or knowledge relating to * 641, the abandonment thereof, and the discovery of the 
same. 

13. In November of 2008, 1 contacted Frank Pietrantonio, a partner who resigned 
from Kenyon on or about May 1, 2000, regarding 4 641. He had no specific information or 
knowledge relating to c 641, the abandonment thereof, and the discovery of the same. While his 
name was listed on the c 641 declaration, Frank Pietrantonio indicated to me that he was not 
substantively involved with any Toyota prosecutions. 

14. In November of 2008, 1 contacted Japanese counsel for Toyota regarding 4 64 1 . 
Japanese counsel for Toyota reviewed their file history for '641 and confirmed that Toyota has 
always been desirous of obtaining a patent related to '641 , and that no instructions had been 
received or given to cease prosecution of '641 > 

15. I have spoken with Daniel Shanley, a current Kenyon associate regarding '64 1 . 
Prior to July 10, 2008, he had no specific information or knowledge relating to * 641, the 
abandonment thereof, and the discovery of the same. Mr. Shanley has submitted a declaration in 
support of the Renewed Petition. 

16. I have spoken with Ingrid Hodge, a current Kenyon employee regarding '641. 
Prior to July 10, 2008, she had no specific information or knowledge relating to '641, the 
abandonment thereof, and the discovery of the same. Ms. Hodge has submitted a declaration in 
support of the Renewed Petition. 

17. I have spoken with Judith Russo, a current Kenyon employee regarding '64 1 . 
Prior to July 10, 2008, she had no specific information or knowledge relating to '641, the 
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abandonment thereof, and the discovery of the same. Ms. Russo has submitted a declaration in 
support of the Renewed Petition. 

1 8. Based on my review of a copy of USPTO's filewrapper for '641 , the USPTO 
mailed an Advisory Action regarding 1 641 to Kenyon on February 29, 2000. The address on the 
cover page of the Advisory Action listed Kenyon's address as "1025 CONNECTICUT 
AVENUE NW." (Exh. 1.) 

19. On February 29, 2000, the offices of Kenyon were no longer located at "1025 
CONNECTICUT AVENUE NW* in Washington, DC. Less than one year prior to February 29, 
2000, in March of 1999, Kenyon had moved its offices to 1500 K Street, NW, also in 
Washington DC. 

20. As evidenced by an entry into Kenyon's computerized docketing system, the 
Advisory Action of February 29, 2000 was received by Kenyon. (Exh. 2.) 

21. In response to the Advisory Action, Applicants filed a Continued Prosecution 
Application (CPA) with the USPTO on March 15, 2000, along with a fee of $800. (Exh. 3.) The 
mailing of the CPA was entered into Kenyon's computerized docketing system. (Exh. 2.) 

22. The Transmittal Form for the CPA filed March 15, 2000 listed "1500 K Street, 
N.W." as the address of Kenyon. (Exh. 3.) 

23. Based on my review of a copy of Kenyon's filewrapper for '641, on March 29, 
2000, Applicants filed a Preliminary Amendment with the USPTO via facsimile. (Exh. 4.) The 
Preliminary Amendment faxed to the USPTO on March 29, 2000 listed "1 500 K Street, N.W." 
as the address of Kenyon. (Exh. 4.) 

24. Based on my review of a copy of USPTO's filewrapper for '641, on April 17, 
2000, the USPTO mailed a Notice of Allowability to Kenyon at u l 025 CONNECTICUT 
AVENUE NW' in Washington, DC. The Notice of Allowability was "responsive to amendment 
filed 3/29/00." (Exh. 5.) 



4 
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25. Prior to April 17, 2000, staff at Kenyon had been instructed to change the 
correspondence addresses of the many cases then prosecuted by Kenyon's Washington, DC 
office. However, by April 17, 2000, all cases had not yet been processed, including '641. 

26. Based on my review of the docket report for '641 (Exh. 2), Kenyon did not 
receive the Notice of Allowability. 

27. Based on my review of a copy of USPTO's filewrapper for 6 641, a copy of the 
"ISSUE FEE TRANSMITTAL" form is contained within the USPTO filewrapper for '641. The 
copy is not signed. Furthermore, the copy is stamped "MATCH & RETURN" and "RECEIVED 
APR 17 2000 TC 3600 MAILROOM." (Exh. 6.) 

28. The Notice of Allowability indicates that an issue fee of $1210 was due on July 
17,2000. (Exh. 5.) 

29. Based on my review of the file wrapper and docket report for '641 (Exh. 2), there 
is no evidence that Kenyon paid or attempted to pay a $1210 issue fee for '641. 

30. Based on my review of a copy of USPTO's filewrapper for 6 641, on September 
13, 2000, the USPTO mailed a Notice of Abandonment to Kenyon at "1025 CONNECTICUT 
AVENUE NW" in Washington, DC. The Notice of Abandonment was stamped with a message 

."ABANDONMENT CONTACT PERSON IS: TOM HAWKINS 305-8380." (Exh. 7.) 

31. To my knowledge, there is no evidence in Kenyon files, nor in the '64 1 USPTO 
file wrapper that Tom Hawkins, or anyone else at the USPTO, attempted to contact Kenyon via 
telephone prior to mailing the Notice of Abandonment. 

32. Based on my review of the docket report for ' 641 (Exh. 2), Kenyon did not 
receive the Notice of Abandonment. 

33. Based on my review of a copy of Kenyon's filewrapper for '641, on October 2, 
2000, John C. Altmiller (Reg. No. 25,951) of Kenyon signed a Change of Correspondence 
Address changing the correspondence address of '641 to that of customer number 23838. (Exh. 
8.) 
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34. Based on my review of a copy of USPTO 1 s file wrapper for 6 641 , the Change of 
Correspondence Address was stamped as received by OIPE on October 3, 2000, as received by 
Technology Center 2800 on October 4, 2000, and as received by Technology Center 2700 on 
October 6, 2000, There is no other evidence in the '641 USPTO filewrapper that the Change of 
Correspondence Address signed October 2, 2000 was considered by the USPTO. (Exh. 9.) 

35. Based on my review of a copy of Kenyon' s filewrapper for *641 ? on October 30, 
2000, Robert Hails (Reg. No. 39,702) of Kenyon transmitted by facsimile a second Change of 
Correspondence Address to Examiner Olga Hernandez. The second Change of Correspondence 
Address form indicated that future communications should be sent to John C. Altmiller of 
Kenyon at 1500 K Street, N.W. in Washington, DC. (Exh. 10,) 

36. Based on my review of a copy of the USPTO's filewrapper for '641 , the second 
Change of Correspondence Address was stamped as received by Group 3600 on October 30, 

2000. This paper is marked as paper #19, initialed by DRS, and dated June 12 of an unknown 
year (the retrieved copy reads "6-12-0" - the final number appears to have been cut-off upon 
copying). (Exh. 11.) 

37 . Based on my review of a copy of Kenyon* s filewrapper for * 64 1 , an Associate 
Power of Attorney appointing "John C. Altmiller (Reg. No. 25,951) and other registered 
practitioners of Kenyon included in [Customer Number 23858]" was stamped as received by the 
USPTO on December 1 1 > 2000. The paper, which had Kenyon's New York office address at the 
bottom of the page, is dated November 6, 2000, and is signed by Edward W. Greason (Reg. No. 
18,918). (Exh. 12.) 

38. Based on my review of the '641 USPTO filewrapper, there is no evidence that the 
Associate Power of Attorney was considered by the USPTO. 

39. Based on my review of a copy of Kenyon' s filewrapper for '641 , on January 12, 

2001, Cathy Ryan at Kenyon learned from a "[conversation w/ group receptionist" that the 
USPTO file for 4 641 was reported lost on November 27, 2000, the last known destination for the 
file being "the file repository." Cathy Ryan also left a message with Examiner O. Hernandez at 
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10:45 AM. The Examiner called back at 2:45 4t to verify that file is in Depository." A note 
written next to the record of the 10:45 message indicates "Power to Inspect." (Exh. 13.) 

40. Based on my review of a copy of Kenyon' s filewrapper for '641, a "POWER TO 
INSPECT AND MAKE COPIES" was signed by John C. Altmiller on February 7, 2001 . A hand 
written note on the top of the document indicates "LOST 1/16/01 ." A sticky note signed by 
"Cathy" attached to the document indicates "Denise/Jay to go over 2/8/01." (Exh. 14.) 

41. Based on my review of a copy of Kenyon's filewrapper for * 641, a File 
Reconstruction request was stamped as received by "Licensing & Review 5 * on March 23, 2001 . 
The paper indicates: 

We have been informed by the Office that the U.S. Patent and Trademark 
Office's file for [08/750,641] has been lost. Please find attached a copy of the 
relevant documents forming the file history for this application from the 
applicant's files for use in reconstructing the Office's file. 

Please reconstruct the file. Thank you for your attention to this matter. 
Please contact [Mark H. Neblett (Reg. No. 42,028)], for any questions. 

The paper was signed by Mark H. Neblett. The postcard is dated March 22, 2001 . (Exh. 15.) 

42. Based on my review of a copy of USPTO's filewrapper for '641, there is no 
evidence that the File Reconstruction request was considered by the USPTO. 

43. Based on my review of Kenyon's docketing records, on July 1 5, 2002, an entry 
was made into the electronic docketing system at Kenyon indicating "PTO lost file-awaiting 
OA." (Exh. 2.) 

44. According to the Human Resources department of Kenyon, on July 31, 2003, 
Mark H. Neblett resigned from employment at Kenyon. 

45. Based on my review of a copy of Kenyon' s filewrapper for c 641, a paper entitled 
"STATUS INQUIRY" signed by John C. Altmiller was filed with the USPTO. The paper, which 
is dated September 8, 2003, "respectfully requests] that the Examiner inform Applicants of the 
status of the application." The paper further indicates that "The U.S. Patent and Trademark 
Office notified Applicants that the subject file had been lost and, accordingly, Applicants filed a 
copy of the relevant documents forming the file history in a File Reconstruction on March 23, 
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2001 The paper also authorized the Commissioner to "charge any fee relevant to this filing to 
Kenyon & Kenyon Deposit Account No. 1 1-0600." The paper has Kenyon's 1500 K Street, 
N.W. address at the bottom of the page. (Exh. 16.) 

46. A stamped postcard confirming the receipt of the Status Inquiry of September 8, 
2003 is also present in Kenyon's filewrapper for '641. (Exh. 17.) 

47. Based on my review of a copy of USPTO's filewrapper for '641, there is no 
evidence the Status Inquiry of September 8, 2003 was considered by the USPTO. 

48. Based on my review of a copy of Kenyon's filewrapper for '641, according to a 
postcard, an Information Disclosure Statement and accompanying papers was stamped as 
received by the USPTO (OIPE) on November 18, 2003. (Exh. 18.) 

49. Based on my review of a copy of the USPTO' s filewrapper for '641, an 
Information Disclosure Statement (IDS) signed by William E. Curry (Reg. No. 43,572) and 
dated November 18, 2003 was filed by Kenyon. The IDS lists Kenyon's 1500 K Street, N.W. 
address. The IDS is stamped as being received by Group 3600 on November 24, 2003. 
According to the IDS, as well as the cover of the '641 USPTO filewrapper, the IDS was 
designated as Paper #20. The IDS indicates that the designation of "#20" was given on February 
13, 2004 ("2/13/4"). (Exh. 19.) 

50. Based on my review of a copy of Kenyon's filewrapper for *641, according to a 
postcard, an Information Disclosure Statement and accompanying papers was stamped as 
received by the USPTO (OIPE) on September 9, 2004. (Exh. 20.) 

51. B ased on my review of a copy of the USPTO 9 s filewrapper for 4 64 1 , an 
Information Disclosure Statement (IDS) signed by William E. Curry (Reg. No. 43,572) and 
dated September 9, 2004 was filed by Kenyon. The IDS lists Kenyon's 1500 K Street, N.W. 
address. The IDS is stamped as being received by Group 3600 on September 15, 2004. 
According to the IDS, as well as the cover of the '641 USPTO filewrapper, the IDS was 
designated as Paper #21 . (Exh. 21 .) 
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52. Based on my review of a copy of Kenyon's filewrapper for '641, a paper entitled 
"REQUEST FOR STATUS" signed by William E. Curry (Reg. No. 43,572) is present in 
Kenyon's paper files. The paper, which is dated September 15, 2004, indicated: 

A request for continued prosecution with an Information Disclosure 
Statement was filed in this case on 15 March 2000. A preliminary amendment 
was faxed to the Examiner on 29 March 2000. A change of correspondence 
address was filed on 30 October 2000. Thereafter, a copy of the entire file was 
submitted for re-construction of the lost file on 23 March 2001 . A status inquiry 
was filed on 8 September 2003. Information Disclosure Statements were filed on 
1 8 November 2003 and 9 September 2004, respectively. 

It is respectfully requested that the undersigned [William E. Curry] be 
informed when an Office Action or other communication from the Patent Office 
may be expected in this case. 

The paper has Kenyon's 1500 K Street, N.W. address at the bottom of the page. A stamped 
postcard confirms that the USPTO received the paper on September 15, 2004. (Exh. 22.) 

53. Based on my review of a copy of USPTO's filewrapper for 4 641 , there is no 
evidence that the Request for Status of September 1 5, 2004 was considered by the USPTO. 

54. According to Kenyon's Human Resources department, in January 2007, William 
E. Curry's employment ended at Kenyon. 

55. According to Kenyon's human resources department, on July 31, 2007, John C. 
Altmiller resigned from employment at Kenyon. 

56. Contemporaneous with John C. Altmiller' s resignation, I was docketed as the 
attorney responsible for '641. 

57. Based on my review of a copy of USPTO's filewrapper for '641, on June 27, 
2008, Japanese patent counsel for Applicants' faxed a letter to Kenyon inquiring as to the status 
of '641 . The communication was addressed to William E. Curry. 

58. Based on my review of a copy of USPTO's filewrapper for '641, on July 10, 
2008, Japanese patent counsel for Applicants* faxed a reminder communication to Kenyon. 



9 



PACE 62/106 * RCVD AT 3/10/2009 9:18:20 AM [Eastern Daylight Time] * SVR:USPTO-EFXRF-6f37 " DNIS:2738300 " CSID:202 220 4201 * DURATION (mm-ss):30-10 



MAR-10-2009 09:39 



kGnyon 



& kenyon 



202 220 4201 P. 063 



59. I did not know or even suspect that the '64 1 patent was abandoned until on or 
after July 10, 2008. To my recollection, Daniel Shanley, informed me of the abandoned status of 
c 641, after made an investigation into the status of c 641. 

60. On or about July 23, 2008, 1 took primary responsibility for filing a petition to 
revive with the USPTO. 

61 . Based on the above information, as well as my recollection regarding the 
prosecution of Toyota cases, it is my conclusion that the Notice of Allowance for c 641 was not 
received by Kenyon, but rather, was returned to the USPTO as undeliverable. 

62. Based on the above information, as well as my recollection regarding the 
prosecution of Toyota cases, it is my conclusion that the Notice of Abandonment for '641 was 
similarly not received by Kenyon. 

63. I do not recall of a case during my employment at Kenyon where I requested the 
Office to reconstruct an application file after that application had been abandoned. 

64. Prior to July 10, 2008, 1 do not recall the Office or anyone at Kenyon advising me 
that '641 had been abandoned. 

65. I do not recall the client or anyone at Kenyon ever requesting me to allow 4 641 to 
become abandoned. 

66. To my knowledge and belief, the entire delay in filing the required reply for '641 
from the due date for the reply until the filing of a grantable petition pursuant to 37 CFR 

1 .137(b) was unintentional. 

I declare that all of the above statements made based on my own knowledge are true and 
that all of the above statements that were made on information and belief are believed to be true, 
and further declare that these statements are made with the knowledge that knowing, willful and 
materially false statements, as are defined under Section 1001 of Title 18 of the United States 
Code, are punishable by fine, imprisonment, or both under Section 1001, and that such 
statements may affect the validity of any patent issuing from '641 if the application is revived. 
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Dated: \T-/to/oz JtO^QA- 

Shawn W. O'Dowd 
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CENTRAL FAX CENTER 

MAR 1 0 2009 

PATENT 
Docket No. 77792/23 

ES THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Inventors : Koji SATO et al. 

Serial No. : 08/750,641 

Piled December 16, 1996 

For : SCHEDULE SETTING AND PROCESSING 

SYSTEM 

Group Art Unit : 23 16 

Examiner : O. Hernandez 



ASSISTANT COMMISSIONER FOR PATENTS 
Washington, DX. 20231 

PRELIMINARY AMENDMENT 

SIR: 

By Office Action dated November 23, 1999. pending claims 1-6 were finally 
rejected and claims 7-10 were objected to. 

Applicants filed a Response to Final Office Action Pursuant to 37 C.F.R, §L 1 16 on 
February 23, 2000, submitting remarks to traverse the rejections. However, by Advisory 
Action dated February 29 T 2000, the rejections were maintained. 

Applicants therefore filed a Request for a Continued Prosecution Application (CPA) 
pursuant to 37 C.FJR. §1. 53(d) on March 15, 2000. 

Please enter the following amendments prior to examination of the above-identified 

application. 

IN THE CLAIMS : 

Please amend claim 1 as follows. All of the claims have been presented for the 

Examiner's convenience. 

1 . (Three Times Amended) A schedule-set-up management system comprising: 
inputting means for entering at least destination information and desired arrival time 

mformatioo; 



19 



PAGE 72/106 * RCVD AT 3/10/2009 9:18:20 AM [Eastern Daylight Time] * SVR:USPT0-EFXRF-6/37 * DN1S:2738300 * CSID:202 220 4201 * DURATION (mm-ss):30-10 



MAR- 10-2009 09:42 



kenyon & kenyon 



202 220 4201 P. 073 



Serial No. 087750,641 
Docket; 77792/23 

frame-preparing means for preparing a basic frame of a schedule including types of 
intermediate and final locations, and a transfer order, indicating a chronological sequence 
of events in said basic frame based on said destination information and desired arrival time 
information; and 

schedule-preparing means for accessing a data base to retrieve specific facilities 
fitting said basic frame, thereby preparing a schedule in which intermediate and final 
locations are specified. 

2. (Unchanged) The schedule-set-up management system is accordance with 
Claim 1 , wherein said frame-preparing means selects one basic frame of a schedule which 
fit$ said destination information and desired arrival time information from a plurality of 
basic frames pre-scored in a memory device. 

3 . (Unchanged) The schedule-set-up management system in accordance with 
Claim l s wherein said inputting means and frame-preparing means are disposed in a 
terminal device, said schedule-preparing means disposed in a host device, said terminal 
device and host device are connected via a communication line, said terminal device 
transmits said basic frame- prepared by said frame preparing means to said host device, 
said host device transmits said schedule prepared by said schedule-preparing means to said 
terminal device. 

4. (Unchanged) The schedule-set-up management system in accordance with 
Claim 3, wherein said terminal device has a display means for displaying: a touch switch 
used for entering said destination information and desired arrival time information; said 
prepared basic frame; and said transmitted schedule. 

5. (Unchanged) The schedule-set-up management system in accordance with 
Claim 1, further comprising: 

route-searching means for searching an optimum route for carrying out said 
schedule using map data. 
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r 

6. (Unchanged) The schedule-set-up management system in accordance with 
claim 3, wherein said terminal device disconnects the communication line connecting with 
said host device after transmitting said basic frame, and reconnects the communication line 
connecting with said host device after completing the preparation of said schedule in order 
to receive said schedule. 

7. (Unchanged) The schedule-set-up management system in accordance with 
Claim I , further comprising: 

a watch center for watching the implementation of said schedule, wherein said 
schedule-preparing means re-prepares a schedule based on information from said watching 
center. 

8. (Unchanged) The schedule-set-up management system in accordance with 
Claim 7, wherein said watching center has informatk>n-obtaimng means for obtaining 
position information of a schedule implemented information of the intermediate locations in 
said schedule and ttaffic information between the intermediate locations, the obtained 
information being supplied to said schedule-preparing mean. 

9. (Unchanged) The schedule-set-up management system in accordance with 
Claim 8, wherein said infonnation-obtaimBg means of said watching center further obtains 
weather information, and supplies the obtained weather information to said schedule- 
preparing means. 

10. (Unchanged) The schedule-set-up management system in accordance with 
Claim 7, wherein said schedule-preparing means evaluates the influence of the information 
supplied from said watching center of the implementation of said schedule, and again 
prepares a schedule based on evaluation results. 

REMARKS 

The final Office Action mailed November 23, 1999 and the Advisory Action mailed 
February 29, 2000 have been carefully reviewed and die foregoing amendments and 
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following remarks are made thereto. Claims 1-10 are presently pending in this application 
for consideration. 

As a preliminary matter, Applicants Thank Examiner Hernandez for her courtesies 
extended to Applicants' representative during the March 23, 2000 telephonic interview. 
The substance of die interview is embodied in the following remarks. 

The final Office Action rejects claims 1-4 under 35 U.S.C. § 103(a) as being 
unpatentable over U.S. Patent No. 5,237*499 to Garback in view of travel planning system 
(travelersnetcom) [hereinafter Travelers"] and U.S. Patent No. 4,862,357 to Ahlstrom et 
al. [hereinafter "Ahlstrom** J and claim 5 under the same as being unpatentable over the 
combination of Garback and Travelers in further view of U.S. Patent No. 5,757,289 to 
Ninrnra et al. [hereinafter "Nmuira"]. In addition, the Advisory Action indicates that 
Applicants 1, arguments were not directed to the claimed subject matter. 

Applicants respectfully submit thai the amended claims are patentably 
distinguishable over the cited references as required by §103. Applicants further submit 
that the cited references fail to disclose "a frame-preparing means for preparing a basic frame 
of a schedule including types of intermediate and final locations, and a transfer order 
indicated a chronological sequence of events in saidb asfefrarxte r based on said destination 
information and desired arrival time information" as recited in independent claim 1 , Thus, 
these claims are allowable over the cited references. 

A "transfer order 1 * refers to a chronological sequence of events in a basic frame. 
One example of such a sequence is described in the specification, on page 1 1, lines 8-15, in 
which the transfer order of events is as follows: departure -* walk -* lunch -+ amusement 
park -* night view -> return back. Another example is also shown on page 12. The basic 
frame of the present invention consists of a type of location and the transfer order, and a 
more specific schedule is prepared based on this basic frame. The idea of the present 
invention in which the basic frame comprising the type and order is initially determined is 
, not disclosed in the cited references. 

Conclusion 

Examination of this application in light of the foregoing amendment is respectfully 
requested. The Examiner is invited to contact the undersigned at (202) 220-4240 to discuss 
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any matter concerning this application. 

The Office is hereby authorized 10 charge any additional fees or credit any 
overpayments under 37 C.F.R, §1.16 or 1.17 to Deposit Account No. 1 1-0600. 



Respectfully submitted, 
KENYON & KENYON 



Dated: March 29 > 2000 




KENYON & KEN YON 
1500 K Sum, N.W. 
Washington, DC 20005 
rd : 202/220-4200 
fax: 202/220-4201 
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EXHIBIT 13 TO O'DOWD DECLARATION 



CATHY RYAN 
KBWrOW * KEMVON 

r<&t has \=^*~. ^^rftra ^o^- 
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CATHY RYAN 

KENYON & K&NTON 



<5L 
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RECEIVED 

EXHIBIT 14 TO O'DOWD DECLARATION CENTRAL FAX CENTER 

MAR 1 0 200a 



PATENT 
docket No. 77792/23 



IN THE UNITED STATES PATENT AN D 1KADK MARK OFFICE 
tn*etin»s ; Kop SATO ot «I. 

Serial ifth : 08/750,641 

FQed December 16. 1996 

*ar : SCHEDULE 5ETT1MG AND PROCESSING SYSTEM 

HxamijicT O Hernandez. 

Assisiani Commissioner of Patents 
Washington D O, 20231 

pfrWERTfl EXPECT ^B^ffijCQ^ 

Dcafec Bnglish and Jay Johctsoa aw hereby a«£hoitr«d to inspcaaad copy ^» file for ^hc 

Respectfully summed, 
KENYON & KENYON 



Date: 



1 17(61 . 200. 






Altmiitcr, RrgkinitionNo. 25,951 
ON A KHNYDN 
K Street, Suite 700 
Washington, D.C. 20005 
Tckpbonc: {202)220*4300 
FaodmHc: (203) 220-4201 
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PATENT 
Docket No. 77792/23 



Invent 
Serial 1 
Filed 
For 

Examint 

Assistant* 
Washing 



SIR: 

De 

abovocapt 



'ZD* 




*0 




r* 




EMARK OFFICE 



'SS1NG SYSTEM 



US 



ct and copy the file for the 



Date; 





Ataniller, Regis] 
fON^KENYON 
too K Street, N.W, Suite 700 
Washington, B.C. 20005 
Telephone: (202)220-4200 
Facsimile: (2Q2)22(M201 



No. 25,951 
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EXfflBIT 15 TO O'DOWD DECLARATION CENTRA FAX ^NTER 

MAR 1 0 * 009 



PATENT 
Docket No.: 77792/23 

T^f Ttf E UNITED 1 1 1 1> rrTriTTTTT ' TPtrii'MARlf OFFICE 
APPLICANT : Koji SATO, et al. 

SERIAL NO. : 08/750.641 

FILING DATE : December 16, 1996 

poR . SC HEDULE SETTINO AND PROCESSING SYSTEM 

GROUP ART UNIT : 2316 
EXAMINER : O.HERNANDEZ 

Assistant Commissioner for Patents 

Washington, D.C. 20231 ^ ^ wr oNSTR\JCTm 

SIR: 

. infc^edbytheOfficethat^ 

file for the abov< 
documents form 
reconstructing the Office's file. 

Please reconstruct the file. Thank you for yovr attention to this matter. Please 
COT tact theum^ for any questions. 

Respectfully submitted, 



We have been '"'^"J' "T ;Tp^ e fi„d attached a copy of the relevant 
aoove-teferenced case has been lost. Please _flnd arac fa 
documents fomring the file history for this apphcat.cn from the applicant mes 



MarkH.Nebletr 
Reg. No. 42,028 



DC01 361129 V1 
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The stamp of the Patent Office hcrcot jy be taken as acknowledging the 
receipt, on the date stamped, of 



APPLICANTS: 
SERIAL NO.: 
FILED: 
FOR: 

GROUP ART UNIT: 



Kojji SATO, et al. 
08/750,641 
December, 16, 1996 

SCHEDULE SETTING AND PROCESSING 

SYSTEM 

2316 



PAPERS FILED : 



1. 



File Reconstruction 



MHN/ca 



77792/23 



3/22/0 
1 
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RECE^ E0 

EXHIBIT 16 TO O'DOWD DECLARATION cE NTRALFW cCENTER 

PATENT 
DOCKET JVC: 77792/23 

IX THE UXmto STATES PATENT AND TR>VMCMARK OIOTCE 

APP{JCAKT(S): Koft SATO et aL 

SERIAL NO.: O8/750£41 

FILED : Otcrmba 1$, 5996 

FOK: SCHEDULE StOTIKC AND PROCESSED SYSTEM 

ARTUKTT; 2316 EX^flNEk: O. ttcramdez 

COMMlSSfONER hOR PATENTS 
i>.O.Box 1430 
Alexandria. Va 22M3-M50 

STATES fNOtflKV 

App&snts for the ftbow&cittHltJiL applicant myeeifulty rcqwst ifetf the Examiner 
csfofra AppSomis of (he sfcto of the applipaikm, Af^te iflcd tbc sppitcation or December 
16, W9$ and n;£«vod 3G of£ci*l Fiiing Receipt on Marcfc 14, 1997. 

Tho LLS> Paicra act* Tf&dcm&t Office notified Applicants that the subject Gte had beca. 
taa an^occ^dmj^, Applka^ !bm*u£ the fil© history 

in a Fife RccoasuvctioR on March 23. 2001 . 



The Commissioner ss authorized to- charge any fee roicvem to (fats filing to 
Kceyca & Kenyon Deposit Accrual No. 1 1-0600. A duplicate of this dttx\ i* mzched. 



Respectfully submitted, 



Dang September ft, 260? 




KHS-YON A KE WON 
1 500 K Stroct K.W.. Suilc 700 
Wifthtngjon, EK: 20005 
Td: (202)429-1776 
fa*. 1 <202)42^tm>6 
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EXHIBIT 17 TO O'DOWD DECLARATION 



Tbe. Rarap a/ eh* Pabaa OAftr* jwcai rpoy t* ^fcn sr* «fcr<r**|pg£i*tfc the reCt#t an 3x <bttf 



txRDU? ART: 

PAPEttS RUED: 
I. Stetot Inquiry 



2316 
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EXHIBIT 18 TO O'DOWD DECLARATION 



HIMVID 

CENTRAL PAX CENTER 

MAR 1 0 2009 



The stamp of the Patent Office hereon may be taken as acknowledging the receipt, on the date 
stansped, of: 



lNVENTOR(S): 
SERIAL NO.: 
F1LHD: 
TITLE: 
GROUP ART; 
EXAMINER: 

PAPERS FILED: 



KojiSATOeral. 
08/750>641 
December 16, 1996 

SCHEDULE SETTLVG AND PROCESSING SYSTEM 
2316 

O. Hernandez 



i, Information Disclosure Statement (2 pp.) 

1449 A/PTO - Info. Disclosure Statement by Applicant 
U Foreign Patent Document - CN 109Q*$6A 




WEC/rl 



77792/23 



November 18, 2003 
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EXHIBIT 19 TO O'DOWD DECLARATION 



CENTRAL^ CENTER 

MAR 1 0 2^ 



Ik 



i 




Attorney Docket No. 77792/23 /My 



IN 



THE UNITED STATES PATEftfT AND TRADEMARK OFFICE 



InretheAppScatlonof: 
APPUCANT(s) : KqpSATO.etal. 



SERIAL NO. 

FILED 

FOR 

EXAMINER 
ART UNIT 



08/750,641 
December 1. 1995 

Schedule Sotting and Processing System 

O. Hemendez 

2316 




^[JPftRMATaON DISCLOSURE ST ATEMENT ^ £ ^ ^ 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Sir. 

Pursuant to 37 CFR § 1 .58, the attention of the Patent and Trademart Office Is 
hereby directed to the references) listed on the attached PTO-1449. Unless ctheMse 
M^ed^onecopyof^referenceisatted.ed. It is respectfully requested 

that** information be expressly considered during the prosecution of this application, 
and that the references) be made of record therein and appear among the -References 
Ctted" on any patent to Issue therefrom. The Sling of this infonnaboct Disclosure 
Statement and the enclosed PTO Form No. 1449. shaH not be construed as an 
admission that the information dted Is prior art. or is considered to bo material to 
patentabaity as defined in 37 OF.R. 5 1.66(b). It Is believed thai no fees are due. but 
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EXHIBIT 20 TO O'DOWD DECLARATION 



The stamp of the Patent Office hereon may be 
the receipt, on the date stamped, of 




INVENTORS; Koji SATO, et al. 
SERIAL NO. : 08/750,641 
FILED : 1 December 1995 

Enclosed: INFORMATION DISCLOSURE STATEMENT, FORM 
FTO-1449, SEVEN REFS., EP SEARCH REPORT 



WEC/is 77792/23 09/09/04 
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EXHIBIT 21 TO O'DOWD DECLARATION 




PATENT 

Docket No. 77792/23 

[uiojtrrrt* HfffflT ftKinTRAP£MAmLgmss 



CENTRAL FAX CENTER 

MAR 1 0 2009 



APPLICANTS 
SERIAL NO. 
FltED 
FOR 

GROUP ART UNIT 
EXAMINER 



Koji SATO, etal. 
08/750,641 
1 December 1995 

scffljuLEsernNGAW^ 

231 4 

O. Hernandez S6P15 2BK 




COMMISSIONER FOR PATENTS 
P.O. Bc»t I46ff ^ 
Alexandria, Vli^Wa 22313-1450 



GROUP 360G 



INPORKATION DISCLOSURE STATEMENT 



SIR: 



and § IJWldW). the references Msted on the attached fomi PTO-1449 are 
hereby brought to Ihe Exanilner's attention. 

• m compisnce xvitti 37 ORR. § 1* ^ of the references are 
submitted herewith. 

■^pumt of Ratevarrev 
The Terences were ctod in the European Search Report of a related 
European P*er« Application. A copy of Search Report is endowed. 

The undersign attorney nerrty states that «oh Hem of irrformato. - 
oortarnerj in this WtomaUon olsctasure 8 tetement^r.ratcitedtoany 
commurticafcm from a foreign patent office to • counterpart **** 
g ppjicauon „oi more than three month* prior to the filing of the tafcrrmrtton 

disclosure statement 



44 



PAGE 97/106 * RCVD AT 3/10/2009 9:18:20 AM [Eastern Daylight Timet * SVR:USPTO-EFXRF-6/37 * DNIS:2738300 * CSID:202 220 4201 * DURATION (mm-ss):30-10 



MAR-10-2009 09:50 



kgnyon & kenyon 



202 220 4201 P.09B 



Snw^ 

RECEIVED 

EXHIBIT 22 TO O'DOWD DECLARATION CENTRAL FAX CENTER 

MAR 1 0 2009 

PATENT 
Docket No. 77792/23 

FN THE U N ITED STATES PATENT AND TRADEMARK OFFI CE 



Inventors JCoji SATO, et ah 

Serial No. : 08/750,641 

Filed 1 6 December 1996 

For : SCHEDULE SETTING AND PROCESSING SYSTEM 

Group Ait : 2316 

Examiner : O. Hernandez 



COMMISSIONER FOR PATENTS 
P. O. Box 1450 

Alexandria, Virginia 223 13-1450 

REQUEST FOR STATUS 

SIR: 

A request tor continued prosecution with an Information Disclosure Statement 
was filed in this case on 15 March 2000. A preliminary amendment was faxed to the 
Examiner on 29 March 2000. A change of correspondence address was filed on 30 
October 2000- Thereafter, a copy of the entire f3e was submitted for re-construction of 
the tost file on 23 March 2001 . A status inquiry was filed on 8 September 2003. 
Information Disclosure Statements were filed on 18 November 2003 and 9 September 
2004, respectively. 

It is respectfully requested that the undersigned be informed when an Office 
Action or other communication from the Patent Office may be expected in this case. 

Respectfully submitted, 

KENYON & KENYON 

Dated; 15 September 2004 

1500 K Street, N.W., Suite 700 
Washington, DC 20005 
Tef: {202)220-4200 
Fax; {202} 220-4201 

S0S235 
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The stamp of the patent Office hereon may be taken as acknowledging the receipt, 
on the date stamped, of 

Inventors): Koji SATO, el al. 
Serial No..: 08/750,641 
Filed: 16 December 1996 



Enclosed: 

REQUEST FOR STATUS 




WEC/is • 77792/23 09/15/04 
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Applicant 
Application No. 
Filing Date 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Koji SATO, et al. 
08/750,641 




Title 



16 December 1996 

SCHEDULE SETTING AND PROCESSING SYSTEM 



Art Unit 



Office of Petitions 
L. Walsh 



Examiner 



Mail Stop Petition 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



DECLARATION OF 
DANIEL G. SHANLEY 



I, the undersigned, Daniel G. Shanley, make this declaration in support of the Renewed 
Petition for Revival of an Application for Patent Abandoned Unintentionally Under 37 CFR § 
1.137(b) for the above identified application. 



1 . From about January 9, 2006, 1 have been an associate of Kenyon & Kenyon LLP 
("Kenyon") in Kenyon's Washington, DC office. 

2. At Kenyon, I primarily prosecute patent applications in the mechanical and electrical 
arts, including prosecuting patent applications for Toyota Jidosha Kabushiki Kaisha ("Toyota"), 
the assignee of U.S. Patent Application Serial No. 08/750,641 ('"641"). 

3. Shawn W. O'Dowd, a partner at Kenyon, is the supervising partner for most of the 
applications I prosecute for Toyota. 

4. As of July 10, 2008, 1 was not docketed as a responsible attorney for 6 641 5 and to my 
knowledge, had no prior involvement with that case. On or about September 1 5, 2008, 1 was 
formally docketed as a responsible attorney for '641. 

5. On July 10, 2008, presumably because I regularly assist with Toyota applications, I 
was forwarded a communication from Toyota's Japanese counsel inquiring as to the status of the 
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6 641 application. The communication was addressed to William Curry, a former Kenyon 
employee. On that day, I replied to Toyota's Japanese counsel, indicating that Kenyon would 
look into the matter. 

6. On July 10, 2008, 1 asked my assistant, Ingrid Hodge, to inquire as to the status of 
4 641 immediately. 

7. Later in the day on July 1 0, 2008, 1 learned from Ingrid Hodge for the first time that 
'641 may be abandoned. 

8. I then asked Ingrid Hodge to obtain a partial file wrapper from the USPTO, so as to 
confirm that the 6 641 application had in fact abandoned. 

9. On or about July 13, 2008, based on my review of a copy of USPTO's filewrapper for 
'641, 1 first gained actual knowledge that '641 had become abandoned. 

10. On or about July 14, 2008, 1 reported my findings regarding the status of '641 to 
Toyota's Japanese counsel. 

11. On or about July 23, 2008, Toyota's Japanese counsel directed Kenyon to file a 
petition to revive '641 . At or about this time, Shawn W. O'Dowd took over primary 
responsibility for the '641 application. 

12. I had no significant involvement with the filing of a petition to revive '641, other 
than providing information relevant to the preparation of this declaration. 

13. Prior to July 10, 2008, 1 do not recall the Office or anyone at Kenyon advising me 
that '641 had been abandoned. 

14. To my knowledge and belief, the entire delay in filing the required reply for '641 
from the due date for the reply until the filing of a grantable petition pursuant to 37 CFR 

1 . 1 37(b) was unintentional. 

I declare that all of the above statements made based on my own knowledge are true and 
that all of the above statements that were made on information and belief are believed to be true, 
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and further declare that these statements are made with the knowledge that knowing, willful and 
materially false statements, as are defined under Section 1001 of Title 18 of the United States 
Code, are punishable by fine, imprisonment, or both under Section 1001, and that such 
statements may affect the validity of the any patent issuing from '641 if the application is 
revived. 





Daniel G. Shanley 
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RECEIVED 
CENTRAL FAX CENTER 



|K THF TINTTED f fflW* PATENT AND TTUPEMARK OFFICE ^ ? Q ^Qg 

Applicant KLoji SATO, et al. 

Application No. 0»/7S0,64 1 



Filing Date 
Title 
Art Unit 



16 December 1996 

SCHEDULE SETTING AND PROCESSING SYSTEM 
Office of Petitions 



Examiner : L- Walsh 

Mail Stop Petition 
Commissioner for Patents 

P.O. Box 1450 

VA 22313-1450 



DECLARATION OF 
INGRID HODGE 

I, the undersigned, Ingrid Hodge, make this declaration in support of the Renewed 
Petition for Revival of an Application for Patent Abandoned Unintentionally Under 37 CFR § 
1 . 137(b) for the above identified application. 

1 . From about August 31, 1993, 1 have been an employee at Kenyon & Kenyon LLP 
("Kenyon") in Kenyon*s Washington. DC office. 

2. At Kenyon, I am a secretary who assists several attorneys in various inteUcCTual 
property matters- I frequently assist Daniel Shanley* an assoeian* at Kenyan, with various patent 
prosecution matters, including patent prosecutions for Toyota Jidosna KabushM Kaisha 
("Toyota">. the assignee of U.S. Patent Application Serial No. 08/750,641 ( J "641">. 

3. As of July 10. 2008, to my knowledge and belief, I had had no prior involvement with 

'641. 

4. On July 10, 200B.. 1 was asked by Daniel Shanley w inquire as to the status of '641 

5. On July 10, 2008, 1 first learned of the abandoned status of '541 from the USPTO. 1 
told by Ma. Bair of the Office of Petitions that '641 had abandoned. According to my notes. 



was 
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Mb. Barr suggested that a "Petition to withdrawing of the holding of Abandonment - * be filed 
along with "docket records, etc" My notes are attached as Exhibit 1 to this declaration. 

6. I then consulted Daniel Stanley and Judith Russo regarding '64 L 1 was instructed to 
obtain a partial file wiapper of '641 from the U3PTO, starting with the final office action mailed 
November 23, 1 999, so as to confirm thai 4 641 bad in facr abandoned. On July 10, 2008. t sent 
an e-mail to Ondrea Lugo requesting ihis partial file wrapper. This e-mail is attached as Exhibit 
2 to this declaration. 

7. Prior to July 10, 2008, 1 do not recall the Office or anyone at Kenyon advising me that 
'641 had been abandoned. 

8. To my knowledge and belief, the entire delay in filing the required reply for '641 from 
the due date tbr the reply until the filing of a granlablff petition pursuant to 37 CFR 1 J37(b> was 
unintentional. 

1 declare that all of the above statements made based on own knowledge arc true and 
that all of the above statements that were made on information and belief are beliavcd to be true 
and further declare that these statements are made with the knowledge thai knowing, willful and 
materially false statements, as are defined under Section 1001 of Title 18 of the United States 
Code, an punishable by fine, imprisonment, or both under Section 1001, and that such 
statements may affect the validity of the any patent issuing from c 641 if the application is 
revived. 

Dated: 

Ingrid Hodge 
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12/16/2008 )3;11 l FAX 2022*>24jr'" KENV0N«KENY0N ■ lffloi;4,uua 



EXHIBIT 2 TO HODGE DECLARATION 
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EXHIBIT 1 TO HODGE DECLARATION 

fit *ff> # 

Y* 

La* 



* • 

1*)\(l6* i ****** luy~*y 
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